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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 
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WALGREEN DRUG STORES V. OBEAR-NESTER GLASS CO. 


WALGREEN Drvue Srores, Inc. v. OBEAR-NEsTER GLAss CoMPANY 


CorninG Gtiass Works v. OBEAR-NESTER GLAss COMPANY 
United States Circuit Court of Appeals, Eighth Circuit 


July 2, 1940 
TrapE-MArK INFRINGEMENT—“REx” AND “PyREX” oN GLAsswARE—NON- 
Conriictinc Marks. 

The word “Pyrex,” used on nursing bottles held not to be confusingly 

similar to the word “Rex,” used as a trade-mark on prescription bottles. 
[rapE-MArRK INFRINGEMENT—NuRSING Borrtes AND PRESCRIPTION 
—Goons or Dirrerent Descriptive PROPERTIES. 

Nursing bottles held to be of different descriptive properties from 

prescription bottles used as medicine containers. 
PRADE-Marks—REGIstTRATION—‘Rex”—Extent or Monopory. 

Plaintiff's claim that its registration of the word “Rex” as a trade- 
mark for prescription bottles gave it a perpetual monopoly for use on 
all other bottles of whatever description held unfounded. 

RADE-MARKS—INFRINGEMENT—Use or Mark oN AnpepD 
CATION OF DocrrRINe. 

It is doubtful whether the doctrine of expansion of trade is applica- 
ble in the case of an alleged infringement of a technical registered trade- 
mark, 


Borries 


Propucrs—A pPti- 


lrape-Marks—“Pyrex” on Hear-Resisranr Giassware—Descriprive Term. 
The word “Pyrex,” because of its long continued use by Corning Glass 
Works to indicate bottles and glassware having heat-resisting qualities, 
said meaning having come to be generally associated with the word by 
lexicographers and the general purchasing public, held descriptive of 
the goods. 


In equity. Action for infringement of a registered trade-mark. 
From a decision of the United States District Court, Eastern Dis- 
trict of Missouri, plaintiff appeals. Reversed. 


Wayne Ely and E. S. Rogers, of Chicago, Il. (V. M. Dorsey, 
John H. Bruninga and John H. Sutherland, with them on 
the brief), for appellants. 


Lawrence C. Kingsland, of St. Louis, Mo. (Estill E. Ezell 


and Edmund C. Rogers with him on the brief), for appellee. 


Before GarpNER and Sansorn, Circuit Judges, and Co.uer, 
District Judge. 


Garpner, C. J.: The appellee, Obear-Nester Glass Company, 


brought suit against appellant Walgreen Drug Stores, Inc., charg- 
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ing the infringement of its trade-mark No. 231,759, registered 
August 23, 1937. Appellant Corning Glass Works was permitted 
to intervene, and it took over the defense of the suit. The real con- 
troversy is between Obear-Nester Glass Company and Corning 
Glass Works. For convenience we shall refer to the Obear-Nester 
Glass Company as plaintiff and the Corning Glass Works as de- 
fendant. 

Plaintiff alleged in its complaint that it had sold glassware, and 
particularly glass bottles, since a time prior to January 2, 1896, at 
which time it adopted the trade-mark “Rex,” and molded it into or 
affixed it to glass bottles; that it registered its trade-mark “Rex” 
October 23, 1900; that it re-registered it August 23, 1927, and 
that it continued to use the trade-mark on its goods, and that a 
good-will developed thereunder of great value, and that it does a 
large volume of business; that defendant Corning Glass Works has 
transported and sold in interstate commerce glassware, including 
bottles, bearing the trade-mark “Pyrex,” which trade-mark is 
alleged to constitute an infringement of plaintiff's trade-mark. 

The Corning Glass Works, in its answer, denied infringement, 
alleging that it had adopted ‘Pyrex’ as its trade-mark in 1915 and 
continuously thereafter used it to identify glassware made by it with 
special properties adapting such glassware for chemical, indus- 
trial and optical uses and purposes and where thermal endurance is 
of value; that it has used this trade-mark since 1922 on its nursing 
bottles made of heat-resisting glass; that it has extensively adver- 
tised its products bearing the trade-mark ‘“‘Pyrex’’; that its trade- 
mark is of great value as indicating the source or origin of the glass 
bearing this mark; that its wares bearing this mark are well-known 
throughout the United States, and that Obear-Nester has acquiesced 
in its right to apply “‘Pyrex”’ to its glassware and that it is estopped 
by reasons of its knowledge and acquiescence in its use of this trade- 
mark on its products to now claim that defendant is not entitled so 


to do. 


The lower court made findings which in general sustained the 


allegations of plaintiff’s bill of complaint. It found that plaintiff's 
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trade-mark “Rex” was widely advertised and had become well 
known in the trade as identifying plaintiff's products long prior to 
the year 1915; that a substantial business was engaged in by plain- 
tiff in glassware from 1917 to the date of the filing of the bill of 
complaint; that in 1915 Corning Glass Works adopted and began 
to use the word “Pyrex’’ for a line of glassware; to-wit, baking 
ware, and thereafter applied the mark “Pyrex” to laboratory ware; 
that still later, after making nursing bottles for a number of years, 
it applied the mark “Pyrex” to those bottles. The court made no 
definite finding as to whether Corning Glass Works did or did not 
have knowledge of the use of the trade-mark “‘Rex’”’ at the time it 
adopted “Pyrex” as its trade-mark, but found that the Corning 
Glass Works denied such knowledge and had failed to establish that 
it used due care and caution to ascertain whether or not there had 
been a prior use of a confusingly similar mark, and that it admitted 
that it would have adopted “Pyrex” regardless of whether it had 
had knowledge of a prior use of the trade-mark “Rex.” The court 
further found that on March 13, 1917, the Corning Glass Works 
registered ““Pyrex’”’ as its trade-mark for glass, and on October 14, 
1924, registered it for nursing bottles; that in 1928, plaintiff first 
learned of the existing direct conflict between its and Corning’s 
products, arising out of the use of both “Pyrex” and “Rex’’ on 
nursing bottles, and that plaintiff had notified Corning of the alleged 
infringement in 19380. The court also found that there was a mani- 
fest likelihood of confusion in the minds of purchasers between 
goods sold under the plaintiff's trade-mark “Rex” and the goods 
sold by Corning under the trade-mark “Pyrex,” and that actual 
confusion had resulted; that plaintiff had not acquiesced in the use 
of “Pyrex” by defendant, and that defendant had sold in interstate 
commerce glassware bearing the mark “Pyrex,” in infringement of 
plaintiff's trade-mark “Rex.” 

From these facts, the court found infringement and entered 
decree reciting, among other things, that plaintiff was the owner of 
the trade-mark “Rex” applied to glassware, and particularly to 


bottles and the like, and that defendant had infringed upon plain- 
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tiff’s rights by the use of ““Pyrex’’ upon goods of the same descrip- 
tive properties as those upon which plaintiff had used and was using 
its trade-mark “Rex.” The court perpetually enjoined defendant 
from the use of the trade-mark “Pyrex” upon glassware, “‘and from 
counterfeiting, copying or colorably imitating the trade-mark ‘Rex,’ 
and affixing it to merchandise of the same descriptive properties as 
those upon which the trade-mark ‘Rex’ is employed by plaintiff.” 
The decree also provides that the defendant shall account for profits 
“derived through the infringing use of the trade-mark ‘Pyrex,’ ” and 
for damages because of the infringing use of the infringing trade- 
mark “Pyrex.” 

The following facts are established either by admissions or by 
undisputed testimony, and although not embodied in the court’s 
findings, we think them material to the issues in this suit. 

The planitiff has never manufactured any glassware, other than 
bottles. For many years subsequent to January 2, 1896, it applied 
the trade-mark “Rex” only to prescription bottles sold to druggists 
for that specific use. For a short time prior to 1919, the mark 
“Rex” was applied to liquor bottles, but this use was discontinued 
in 1919 and has never been resumed. At the time plaintiff procured 
its certificate of registration for the trade-mark “Rex,” October 23, 
1900, it stated that, ‘““The class of merchandise to which this trade- 
mark is appropriated is bottles, and the particular description of 
goods comprised in said class upon which the trade-mark is used 
is prescription bottles. It is also usually displayed on the boxes or 
packages wherein the bottles are packed for shipment by stamping, 
printing, or affixing it on the box or package.” When it applied 
to re-register the trade-mark on April 25, 1927, it stated in its ap- 
plication as follows: “Be it known that Obear-Nester Glass Co., a 
corporation ... ., has adopted and used the trade-mark shown in 
the accompanying drawing, for Prescription Bottles Made of Glass, 
Class 33, Glassware.” From the date of the first registration of its 
trade-mark until 1928, with the exception of the application to 
liquor bottles, plaintiff has never at any time applied the mark “Rex’’ 


to anything other than prescription bottles. 
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The Corning Glass Works had, prior to 1915, perfected a manu- 
facturing process by which it produced a special quality of glass 
which resists temperature changes and other shocks. ‘The name 
“Pyrex” was applied to that glassware in 1915. ‘The word has its 
origin in the Greek word “pyr,” meaning fire, and the Latin word 
“rex,” meaning king. Corning had theretofore applied the terms 
‘““Nonex” and “Crx” to glass of this character as indicative of its 
non-expansion qualities. Upon the adoption of the trade-mark 
“Pyrex,” Corning applied it to many articles of glassware it was 
manufacturing, including all kinds of cooking utensils. It began 
the manufacture of laboratory equipment made of its heat-resisting 
glass and applied to that equipment the mark “Pyrex.” Later, it 
manufactured electrical glass, such as insulators, industrial ware, 
such as pulleys for machinery, vacuum bottles, and many other 
articles of general as well as technical use. It manufactured a two- 
hundred inch telescope mirror dise for the California Observatory 
from its “Pyrex’’ glass and applied the name to the product. It 
manufactured the Mount Palomar two-hundred inch telescope mirror 
from its glass and applied the mark ‘‘Pyrex”’ to that product. It has 
spent millions of dollars advertising products of its manufacture 
from ‘Pyrex’ glass as having peculiar heat-resisting qualities and 
characteristics not possessed by ordinary glass. The name “Pyrex,” 
subsequent to 1915 and prior to 1922, became known throughout the 
country almost as a household word indicative of the products made 
of a particular kind of heat-resisting glass. The name “Pyrex” has 
been so thoroughly established as describing a heat-resisting glass 
that the late edition of the Merriam-Webster International Dic- 
tionary, unabridged, contains the following definition: 

Py’rex (pireks) (Gr. Pyr. fire—L. rex king). A trade-mark applied to 
a variety of glasses and glassware usually resistant to heat, chemicals or 
electricity; hence (sometimes not cap.), glass or glassware bearing this 
trade-mark—py’rex, adj. 

Corning has never at any time manufactured or sold bottles, but 
in 1922 it began the manufacture of a nursing bottle made for the 
purpose of permitting the heating of infants’ food in the bottle 
without injury to the container. It applied the mark “Pyrex’’ to 
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that product. In 1924, it obtained a certificate of registration of the 
trade-mark “Pyrex’’ applied to nursing bottles. It manufactured 
and sold many thousands of these bottles between the years 1922 and 
1928, the bottles all being labeled “Pyrex Nursing Bottle,’ and 
sold as such. 

It was not until 1928 that plaintiff applied its trade-mark “Rex” 
to nursing bottles. These “Rex” nursing bottles are not similar to 
the “Pyrex” nursing bottles either in material, appearance or price. 
They are cheap bottles, made of ordinary glass, costing about five 
cents each, whereas the “Pyrex’’ nursing bottles are sold at twenty- 
five cents. 

In 1930, plaintiff extended the use of its trade-mark to a bottle 
known as a “utility bottle.’ In 1929, it applied the trade-mark 
“Rex’’ to toilet bottles of an indiscriminate character, and in 1931, 
it applied its trade-mark to a bottle known as the “Pockiteer Flask,” 
used as a container for liquor. All of these products manufactured 
by plaintiff were made from ordinary glass. 

The only actual conflict claimed between plaintiff's products 
and those of the defendant is in the sale of the “Pyrex’’ nursing 
bottles. 

Reversal of the decree entered is sought on substantially the fol- 
lowing grounds: (1) there is no statutory infringement of the 
“Rex” trade-mark for prescription bottles by the application of the 
“Pyrex” trade-mark to Corning glassware and utensils; (2) there 
is no deceptive similarity between “Rex” and “Pyrex”; (3) the 
doctrine of expansion of trade affords no ground for extending the 
scope of the “Rex” registration from prescription bottles to nursers ; 
(4) “Rex” is not a mark which is capable of extension; (5) Obear- 
Nester is estopped by laches from prosecuting this action; (6) the 
decree is erroneous in enjoining the use of “Pyrex’’ in territories in 
which Corning was selling “Pyrex’’ for years, and in which there 
had been no commercial use of “Rex.” ‘ 

The trade-mark statute relied upon by plaintiff is Title 15, Sec- 
tion 96, U.S. C. A. (See, also: Section 16 Trade-Mark Act February 


20, 1905), which, among other things, provides that, 
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Any person who shall, without the consent of the owner thereof, re- 
produce, counterfeit, copy or colorably imitate any such trade-mark and 
affix the same to merchandise of substantially the same descriptive proper- 
ties as those set forth in the registration, or to labels, signs, prints, packages, 
wrappers, or receptacles intended to be used upon or in connection with the 
sale of merchandise of substantially the same descriptive properties as those 
set forth in such registration .... shall be liable to an action for damages, 
etc. 

Plaintiff bottoms its claim for injunction upon the alleged in- 
fringement of a statutory trade-mark. There is no claim of unfair 
competition, unfair practices, nor fraud. There is no allegation as 
to any specific damages, and the court’s jurisdiction was dependent 
entirely upon the fact that the suit was based upon a Federal statute. 
Mere registration under the Federal Act does not create a trade- 
mark and confers no new rights to the mark claimed, nor, indeed, 
any greater rights than already existed at common law without reg- 
istration. United States Printing & Lithograph Co. v. Griggs, 
Cooper & Co., 279 U.S. 156 [19 T.-M. Rep. 187]; In re Plymouth 
Motor Corp., C. C. P. A., 46 F. (2d) 211 [21 T.-M. Rep. 157]; 
Prestonettes, Inc. v. Coty, 264 U. S. 359 [18 T.-M. Rep. 135]. 
Registration is a method of recording for the protection of dealers, 
the public and owners of trade-marks. It is notice of the claims of 
the owner affecting his right to the mark. But the right to such 
a trade-mark must have accrued from actual use, because such right 
is not created by registration of the mark. A trade-mark is in- 
separable from the good-will of the business of its possessor and 
it exists only as an incident to the business in which it was lawfully 
acquired and with which it remains identified. Esso v. Standard 
Oil Co., 8 Cir., 98 F. (2d) 1; United Drug Co. v. Rectanus Co., 
248 U.S. 90 [9 T.-M. Rep. 1]; Hanover Star Milling Co. v. Met- 
calf, 240 U. S. 403 [6 T.-M. Rep. 149]. 

It appears from the sworn declaration of plaintiff in its applica- 
tion for registration that it claimed to have acquired a common law 
right to the exclusive use of the trade-mark “‘Rex”’ upon prescrip- 
tion bottles. It so limited its claim at the time of its original regis- 
tration and again when it filed its application, April 25, 1927, for a 
re-registration of its mark. This was in the nature of a notice to the 


owners of trade-marks, to dealers, and to the whole world, that 
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Obear-Nester was claiming the right to the exclusive use of this 
trade-mark on prescription bottles only. If it had in fact employed 
this trade-mark upon other products, these declarations which in 


the present controversy are admissions against interest, may well 


have been accepted as disclaimers and an abandonment of any com- 
mon law right to apply the trade-mark to any other product. The 
registered trade-mark is limited by its claim, and the applicant is 
concluded by his statement made a part of his application. The ex- 
clusive right to use the mark should be limited to use on the class 
of goods for which it was registered, as set forth in the statement 
filed, and to merchandise of substantially the same descriptive 
properties. Richter v. Anchor Remedy Co., C. C. Pa. W. D., 52 
Fed. 455; Richter v. Reynolds, et al., 3 Cir., 59 Fed. 577; Piits- 
burgh Crushed-Steel Co. v. Diamond Steel Co., C. C. Mo. E. D., 85 
Fed. 637. 

What is said by the Supreme Court in Sontag Chain Stores Co. 
v. National Nut Co. of California (No. 671, October Term, 1939, 
not yet reported) is in principle applicable here. The court re- 
versed the decision of the Circuit Court of Appeals, which had sus- 
tained a re-issue patent and held it infringed by the accused de- 
vice, and rejected the defense of intervening rights. In the course 
of the opinion it is said: 

In the case under consideration the patentee might have included in the 
application for the original patent claims broad enough to embrace peti- 
tioner’s accused machine, but did not. This “gave the public to understand” 
that whatever was not claimed “did not come within his patent and might 
rightfully be made by anyone.” The enlarged claims were presented with 
knowledge of the accused machine and definite purpose to include it. 

Recapture within two years of what a patentee dedicates to the public 
through omission is permissible under specified conditions, but not, we think, 
“at the expense of innocent parties.” Otherwise, the door is open for gross 


injustice to alert inventors and baffling uncertainty will hinder orderly 
development of useful arts. 


The law of trade-marks is a branch of the law of unfair com- 
petition (F. W. Fitch Co. v. Camille, Inc., 8 Cir., 106 F. (2d) 635; 
Esso, Inc. v. Standard Oil Co., supra; United Drug Co. v. Rectanus 


Co., supra), and a trade-mark is infringed if such trade-mark, or a 


colorable imitation of it, is without authority placed upon substituted 
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goods of the same class as those for which the mark has been appro- 
priated. It would be a fraud for a producer or trader to use the 
trade-mark of another, and thus pass off his goods as the goods of 
the proprietor of the trade-mark. The vice consists in the sale of 
goods of one manufacturer or dealer as those of another by means 
of the use of such trade-mark. Esso v. Standard Oil Co., supra; 
F. W. Fitch Co. v. Camille, Inc., supra. To warrant relief in equity, 
it must appear that false representation is directly or impliedly 
made. 

In the instant case, plaintiff's trade-mark, if limited to prescrip- 
tion bottles, has not been infringed by the defendant. But it is 


claimed that the goods of plaintiff and the goods of Corning have 


the same descriptive properties, and hence, the registration of plain- 


tiff’s trade-mark gave it a monopoly in the broad field of glassware, 
whether it has in fact entered into or extended its trade-mark beyond 
prescription bottles. Section 16 of the Trade-Mark Act of 1905 
prohibits the affixing of a trade-mark without the consent of its 
owner ‘‘to merchandise of substantially the same descriptive proper- 
ties as those set forth in the registration.”” Attached to plaintiff's 
statement and declaration filed with its application for registration 
of its trade-mark, October 23, 1900, is a drawing as a “facsimile 
presented for record,’ which was said to “truly represent the trade- 
mark sought to be registered.”’ 

As has been said before, Corning has never manufactured 
prescription bottles, nor any glassware resembling such bottles. Its 
products constitute a distinct class because of their heat-resisting 
qualities. In fact, the name “Pyrex” has come to mean, and 
standard authorities have recognized it as meaning, glassware of a 
variety “resistant to heat, chemicals or electricity.’’ Can the court 
by judicial fiat take from this word the meaning which it has ac- 
quired and which has been so universally accepted that lexico- 
graphers have recognizéd its established meaning? This word has 
passed from the control of Corning and has been adopted by the 
public as a part of the English language. To suppress it and blot 


it out of our language and remove it from our dictionaries, transcends 
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the power of a court of equity, and if attempted would result in 
“confusion worse confounded.” This word, when affixed to glass- 
ware, means that such glassware has the quality of resistance to 
sudden changes brought about by exposure to heat, chemicals or 
electricity. Plaintiff's prescription bottle confessedly has no such 
qualities, nor does plaintiff manufacture any goods having such 
descriptive qualities. In other words, the goods of Corning occupy 
an entirely distinctive field. Many physical exhibits were displayed 
to the lower court and produced before us at the time of argument. 
Defendant’s Exhibit No. 81 is a photograph of certain of these ex- 
hibits, illustrating generally their character. There are in the record 
six other similar photographs showing other physical exhibits, but 
we are attaching Exhibit 81 by way of illustrating the marked dif- 
ference between the products upon which plaintiff's trade-mark has 
been affixed and the products upon which defendant’s trade-mark 
“Pyrex” has been affixed. 

It would be difficult to believe that any confusion would probably 
or could possibly result from the use of defendant’s trade-mark on 


its distinctive wares, or that anyone of ordinary intelligence could 


be deceived by the use of its trade-mark, or that any such person 


might be led to purchase defendant’s goods on the belief that he 
was purchasing those of plaintiff. 

The mere fact that one person has adopted and used a trade- 
mark on his goods, does not, of course, prevent the adoption and 
use of the same or a similar trade-mark by others on articles of a 
different description. American Steel Foundries v. Robertson, 269 
U. S. 372 [13 T.-M. Rep. 389]. 

It can not be said that “Pyrex” is a colorable imitation of 
“Rex.” There is no claim that defendant’s trade-mark was not 
adopted in good faith. In fact, it has neither the appearance nor 
the sound of “Rex.” But regardless of this fact, defendant’s trade- 
mark is not affixed to products of substantially the same descriptive 
properties. Emerson Electric Mfg. Co. v. Emerson Radio & Phono- 
graph Corp., C. C. P. A., 90 F. (2d) 331 [27 T.-M. Rep. 384]. A 


prescription bottle is not an article offered to the general public, 
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but a container used by a druggist or possibly a physician to hold 
medicine. It is a one-use article, sold by a wholesale druggist or 
jobber to the retailer. In other words, it is not sold ultimately as a 
bottle, but as a container of medicine or drugs. The purchaser is 
not interested in the character of bottle, but only in its contents. 
The trade-mark on such an article not sold as a separate commodity 
is not a competitor of, nor does it have anything in common with 
the trade-mark on “Pyrex’’ utensils bought as separate commodities 
for repeated use. 

The only substantial claim of conflict or confusion arises with 
reference to a nursing bottle manufactured by Corning from its 
heat-resisting glass and a nursing bottle manufactured by plaintiff 
out of ordinary glass, and as to this it should first be observed that 
plaintiff did not extend its business into this field until 1928, when 
it first placed its trade-mark “Rex” upon nursing bottles. Corning, 
in 1922, put out its “Pyrex” nursing bottles. These bottles were 
made of “Pyrex” glass so that they might be heated without injury, 
and they were branded the same as the baking ware and scientific 
apparatus manufactured by Corning. Corning had occupied this 
field six years prior to the time that Obear-Nester placed its “Rex’”’ 
trade-mark upon nursing bottles, and during this time defendant ex- 
pended large sums of money in advertising its “Pyrex’’ nursing 
bottle. The “Rex” nursing bottles are not similar to the “Pyrex” 
bottles, either in material, appearance or price. They are cheap 
bottles made of ordinary glass, costing about five cents each, whereas 
the “Pyrex’’ nursing bottles are sold at twenty-five cents each. ‘The 
evidence of confusion or deception with reference to these nursing 
bottles, in view of the dissimilarity of appearance, dissimiliarity of 
material and difference in price, is not substantial. An infringe- 
ment depends upon whether the resemblance is sufficiently close to 
deceive purchasers and thus pass off the goods of the producer as 
being that of another. In considering the deceptive tendencies of 
defendant’s trade-mark, we should take into consideration all the 
surrounding circumstances. No person of ordinary intelligence can 


well be confused with reference to these articles. Kann v. Diamond 
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Steel Co., 8 Cir., 89 Fed. 706; Allen B. Wrisley Co. v. Iowa Soap 
Co., 8 Cir., 122 Fed. 796; P. Lorillard Co. v. Peper, 8 Cir., 86 Fed. 
956. But in any event, plaintiff entered the field after defendant 
had already occupied it and had spent large sums of money in ad- 
vertising this ““Pyrex’’ nursing bottle, thereby acquiring a prior 
right to the use of the trade-mark on this product. 

It should be observed before passing from this subject that all 
of plaintiff's products bear its registered trade-mark consisting of 


»”» 


the letters in combination “O-N.” This trade-mark appeared ap- 
parently on its advertisements as early as 1908. Whatever other 
trade-marks may be affixed to plaintiff's ware, it seems that there is 
also affixed the trade-mark “‘O-N.” 

It is urged by plaintiff that, under the doctrine of expansion of 
business, it is entitled to an unhampered use of its trade-mark “Rex” 
on products normally considered as of its manufacture. As has 
already been pointed out, plaintiff's suit is based upon an alleged 
infringement of a registered trade-mark. The bill contains no 
averments of unfair competition, nor, indeed, is it alleged that pur- 
chasers are deceived into buying the products of defendant in the 
belief that they come from plaintiff. It is doubtful whether the 
doctrine of expansion of trade is applicable in a case of alleged in- 
fringement of a technical registered trade-mark. Rosenberg Bros. 
§ Co. v. Elliott, 3 Cir., 7 F. (2d) 692 [15 T.-M. Rep. 479]. The 
argument of plaintiff amounts to a claim that the registration of 
its trade-mark ‘“‘Rex’’ for prescription bottles preserved to it for all 
time a monopoly not only on prescription bottles made of ordinary 
glass but on all other bottles of whatever description or quality, and, 
in fact, upon all glassware. The contention can not be sustained. 

A somewhat similar contention was urged in Emerson Electric 
Manufacturing Company v. Emerson Radio & Phonograph Cor pora- 
tion, 2 Cir., 105 F. (2d) 908 [29 T.-M. Rep. 514]. In that case, 
the Emerson Electric Manufacturing Company brought suit for in- 
fringement of its trade-mark and for unfair competition against the 
Emerson Radio & Phonograph Corporation. In the course of the 


opinion, the court holding that when one acts innocently and is not 





. 
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chargeable with notice, he may demand that the court weigh his 
interest as it has developed at the time the suit is brought, said: 

There is a great difference between such a case and one in which the 
second merchant invades a market which the first is already exploiting. 
Whether even then he is to be charged with notice of the first’s prior user 
we lay aside; but certainly the defendants at bar should not be charged 
with notice that the plaintiff would begin to sell radios, or that the public 
would assume that radios sold by them came from the plaintiff. If the 
plaintiff proposed to keep the radio market as an unused preserve, it was 
bound to protect it against invaders by affirmative action; it could not 
impose upon them the duty of divining its own purposes or possible mis- 
takes of the public. 

So here, the defendant could not certainly, in face of the declared 
purpose of plaintiff to limit its trade-mark “Rex” to prescription 
bottles, and its conduct in limiting its products to such bottles, have 
anticipated that it would begin to manufacture and sell nursing 
bottles. 

Having reached the conclusion that the decree must be reversed 
upon the grounds already considered, we pretermit consideration of 
the contention that plaintiff should in any event be estopped from 
charging defendant with infringement by the use of its trade-mark 
on its distinctive and varied products. 

The decree appealed from is reversed and the cause remanded 
with directions to enter decree dismissing plaintiff's bill of com- 
plaint on its merits. 


AtrLas BEVERAGE CoMPANY, ET AL. V. MINNEAPOLIS BREWING 


CoMPANY 
United States Circuit Court of Appeals, Eighth Circuit 
July 22, 1940 


Trape-Mark INFRINGEMENT—WHISKEY AND Beer—Ditstinction 1x Goons. 
While the difference between whiskey and beer may not be as great 
as between whiskey and ginger ale, the two articles are sufficiently dis- 
tinctive that an owner of a mark for whiskey, cannot, under the facts 

at issue, claim it covers and includes beer. 
Trapve-Mark INFRINGEMENT—“Wuirte SEAL” on BeeEr—Ptuurariry or Users. 
Appellant, Atlas Beverage Co., in 1935 contracted with appellee to 
furnish it with beer to be sold in bottles bearing the words “White Seal” 
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as a trade-mark. At the termination of the contract appellee continued 


selling “White Seal” beer in the territory previously covered and later 


contracted with defendant, Columbia Brewing Co., to manufacture for 

it bottled beer bearing a “White Seal” label, almost identical with the 

former label. Held that, by preponderance of the conflicting evidence, 

appellee is owner of the “White Seal” label, inasmuch as it proved a 

clearer line of title from former users thereof than did appellant. 
TrApE-Mark INrRINGEMENT—SvuIts—PakrtTIEs. 

In the case at issue, although the Pendergast Company had, accord- 
ing to the testimony, granted appellant permission to use its “White 
Seal” trade-mark on the latter’s beer, it was not a necessary nor in- 
dispensible party to the action, even though it may have been a proper 
party. 

In equity. Appeal from the United States District Court, West- 
ern District of Missouri. Action for trade-mark infringement and 
unfair competition in which the defendants filed a counterclaim for 
trade-mark infringement. From a decree for the plaintiff, de- 
fendants appeal. Affirmed. 


Walter W. Calvin, of Kansas City, Mo. (Herbert J. Jacobi and 
Jacobi & Jacobi, both of Washington, D. C., and Bert S. 
Kimbrell and Calvin § Kimbrell, both of Kansas City, Mo., 
with him on the brief), for appellants. 

Charles M. Blackmar, of Kansas City, Mo., and Ralph E. Wil- 
liamson, of Minneapolis, Minn. (John C. Benson, Raymond 
A. Scallen, Faegre, Benson & Krause and Williamson & IWul- 
liamson, all of Minneapolis, Minn., and Kenneth E. Midgley 
and Michaels, Blackmar, Newkirk, Eager & Swanson, both 


of Kansas City, Mo., with them on the brief), for appellee. 
before GarDNER, WooprovuGH and Tuomas, Circuit Judges. 


Tuomas, C. J.: The question for determination in this case is 
the ownership of the trade-mark “White Seal” when used on beer 
in the markets of Missouri and Kansas. The Minneapolis Brewing 
Company, plaintiff in the district court, brought suits claiming own- 
ership and seeking an injunction for infringement, an accounting for 
profits, and damages for unfair competition. -The defendant 
answered claiming ownership in the defendant Atlas Beverage 


Company and by way of counterclaim seeking an injunction, an 


accounting and damages. 
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After the trial of the issues the court made findings of fact and 
conclusions of law, and entered a decree for the plaintiff and against 
both defendants, granting in full the relief prayed by plaintiff and 
dismissing the counterclaim. 

The dispute originated in business relations between the plaintiff, 
hereinafter called the Brewing Company, and the defendant Atlas 
Beverage Company, hereinafter called Atlas. The Brewing Com- 
pany is a Minnesota corporation engaged in the manufacture of beer 
at the City of Minneapolis, Minn. Atlas is a Missouri corporation 
with its principal place of business at Kansas City, Mo. It is en- 
gaged in distributing beer to retailers. The defendant Columbia 
Brewing Company is a Missouri corporation engaged in manufactur- 
ing beer at the City of St. Louis, Mo. 

The Brewing Company was organized about 1890. Its chief 
brand of beer was sold through the midwest under the trade-mark 
“Grain Belt.” Early in 1935 the company decided to market its 
products in the states of Missouri and Kansas. Its representative 
then called on Atlas and induced it to ‘“‘take on the sale” of its 
products. As a result of these negotiations a contract was entered 
into between the Brewing Company and Atlas under date of March 
11, 1935, by the terms of which Atlas became the distributor for the 
Brewing Company in Kansas City, Mo., and in Kansas City, Kan. 
The contract provided among other things that Atlas should comply 
with all requirements of the Company as to payments, cooperage, 
packages and containers; that the acceptance of orders “shall at all 
times be at the option of the Company”; that all products purchased 
should be delivered f.o.b. the Company's plant; that freight charges 
should be paid by the distributor; that title to the bottles and cases 
should remain in the Company; and that the distributor should not 
be an agent of the Company. 

It was found difficult to build up a market for “Grain Belt” beer 
in the Kansas City territory. It was made to sell to the consumers 
for 15 cents a bottle. They were accustomed to 10-cent bottles. The 
result of the distributor's efforts was unsatisfactory to both parties 


to the contract. Having learned the requirements of the market by 
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this experience, the parties to the contract entered into an arrange- 
ment in the fall of 1935 to introduce a new beer put up in 10-cent 
bottles with a label carrying the “White Seal” trade-mark. The 
business continued under the terms and conditions of the contract of 
March 11, 1935. The new beer was a success almost from the be- 
ginning. In 1936, 20,646 cases were sold. The parties to the con- 
tract cooperated. Both spent money and used every effort to make 
it a success, with the result that in 1938 more than 200,000 cases were 
sold in Missouri and an affiliate of Atlas sold more than 30,000 cases 
in Kansas. The two distributors in Missouri and Kansas were han- 
dling about 10 percent of all the beer manufactured by the Brewing 
Company. With the Company’s consent their territory had been ex- 
tended beyond the limits of the original Kansas City territory, and 
they were opening up new territory in both states. 

In the fall of 1938 upon thirty days’ notice the Brewing Com- 
pany discontinued furnishing Atlas and its affiliate in Kansas with 
“White Seal’ beer. Thereafter the Brewing Company continued to 
sell “White Seal’’ beer in Missouri under the same trade-mark and 
label and now uses the mark on beer manufactured by it and sold in 
the States of Missouri, Kansas, Iowa and Illinois. 

Conceiving that it was the owner of the trade-mark “White Seal”’ 
Atlas entered into a contract with the defendant Columbia Brewing 
Company to manufacture for it a 10-cent beer and to label the bot- 
tles with a “White Seal’ label almost identical in detail with the 
label theretofore furnished by the plaintiff. A dispute soon arose 
as to the ownership of the trade-mark, and this suit was commenced 
early in 1939. 

The evidence shows that the words ‘““White Seal” are a popular 
brand for many articles of merchandise. They have been registered 


as a trade-mark for cider, ale, ginger ale, natural waters, whiskey 


and beers; for wheat flour, refrigerators, paints, varnishes, corn 
syrup, paper, and white lead; and for caster oil, glue, meats, lard, 
baking soda, hose, paper bags, and sugar. Prior to the period of 
national prohibition it had been used on bottled beer manufactured 


and sold in Missouri by a predecessor of the defendant Columbia 
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Brewing Company. At present and for many years it has been 
used as a trade-mark on whiskey sold in Missouri and elsewhere by 
the T. J. Pendergast Wholesale Liquor Company of Kansas City, 
Mo., of which Atlas is an affiliate. It had been used on beer sold in 
Minnesota and the northwest by breweries at Crookston and Little 
Falls, Minn., for one of which the plaintiff had manufactured it for 
a short time. At the times herein mentioned it was registered as a 
trade-mark for beer in Canada by the Kiewel Brewing Company, 
Ltd., a corporation, of St. Boniface, Canada. 

Upon the trial of the case it was recognized by both parties that 
ownership of a trade-mark is dependent upon priority of appropria- 
tion and use, and that there is no property in a trade-mark except 
as a right appurtenant to an established business or trade, when it 
becomes an element of good-will. Columbia Mill Co. v. Alcorn, 150 
U. S. 460; United Drug Co. v. Rectanus, 248 U. S. 90, 97 [9 T.-M. 
Rep. 1]; Esso, Inc. v. Standard Oil Co., 8 Cir., 98 F. (2d) 1. Own- 
ership in the instant case depends upon the facts of the arrangement 
made between the Brewing Company and Atlas when the mark 
“White Seal’’ was adopted for use on the label to be put upon thé 
bottles used to contain the new beer, when it was determined in the 
fall of 1935 to market a new 10-cent beer. Unfortunately, the terms 
of the agreement in respect of the label were not reduced to writing. 
The plaintiff contends that it obtained the consent of the Kiewel 
Brewing Company, Ltd., of Canada to use its trade-mark, and of the 
brewery companies at Crookston and Little Falls, Minn., to use 
their trade-mark; and that having obtained the consent of these 
owners of the trade-mark, it adopted that trade-mark as its own 
and put it into use on the new beer. Atlas contends that it was 
familiar with the trade-mark ‘“‘White Seal” used by its affiliate, the 
T. J. Pendergast Wholesale Liquor Company, on whiskey sold in 
Missouri and elsewhere and that it obtained consent of that Com- 
pany to use it on beer; and that it engaged the Brewing Company 
to manufacture the beer and furnish the labels for its exclusive use 
in Missouri and Kansas. Both parties introduced evidence in sup- 
port of their respective contentions. In the course of the trial 


Atlas moved the court to permit and to make the T. J. Pendergast 
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Wholesale Liquor Company a party defendant on the ground that 
that Company had a joint interest in the trade-mark and was an 
indispensable party to the suit. The motion was overruled. 

On this appeal the appellants rely upon sixteen assignments of 
error which counsel discuss under nine points. They are (1) that 
the T. J. Pendergast Wholesale Liquor Company should have been 
made a party defendant; (2) that the minute book of the T. J. 
Pendergast Wholesale Liquor Company was incidental only and 
could not determine ownership of the trade-mark; (3) that the 
record, disregarding the minute book, shows origination, prior adop- 
tion, and use of the trade-mark by Atlas; (4) that the Columbia 
Brewing Company owned and had not abandoned the trade-mark; 
(5) that the T. J. Pendergast Wholesale Liquor Company's rights 
to the use of the trade-mark in Missouri were prior to those of the 
plaintiff, and that it gave its consent to the use to Atlas; (6) that 
the Brewing Company is not the owner of the trade-mark and can- 
not maintain an action for its infringement; (7) that appellants 
have not been guilty of unfair trade practice; (8) that the question 
‘of the genesis of the trade-mark was not the decisive issue in the 
case; and (9) that the Brewing Company manufactured and sold 
beer to Atlas under the trade-mark and label of the Canada Company 
rather than that of the Little Falls, Minn., Company. 

The trial of the case lasted five days. On the fourth day the 
defendants moved the court to permit or to make the Pendergast 
Company a party defendant on the ground that it is an indispensa- 
ble party, “having a joint interest” in the trade-mark. The motion 
was overruled as “untimely.”’ There was no error in so ruling. The 
pleadings did not show that the Pendergast Company had an interest 
in the trade-mark for use on beer. Atlas alleged in its answer and 
counterclaim that it was the owner of the trade-mark for such use 
and that it had obtained the consent of the Pendergast Company to 
use it for that purpose. That was all its evidence tended to prove. 
There was no evidence that the Pendergast Company retained or 
claimed any right to its use on beer sold anywhere. It was, there- 


fore, neither a necessary nor an indispensable party, even though it 
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may have been a proper party. Rules 19 and 20 of Rules of Civil 
Procedure, 28 U. S. C. A. following Section 723c; Interstate Re- 
fineries, et al. v. Barry, et al., 8 Cir., 7 F. (2d) 548. 

As indicated above, the ownership of the trade-mark depends 
upon the arrangement or agreement between the Brewing Company 
and Atlas in the fall of 1935 when it was determined to introduce a 
new beer in 10-cent bottles to be manufactured by the Brewing Com- 
pany and distributed by Atlas and its affiliate in Missouri and Kan- 
sas. The testimony upon this issue is voluminous and in hopeless 
conflict. It is unnecessary, therefore, to review it at length. The 
findings of the trial court upon such conflicting evidence can not be 
disturbed on appeal unless clearly erroneous. Rule 52(a) of the 
Rules of Civil Procedure. ‘There is no basis in this case for an 
appellate court to hold that the trial court’s findings are erroneous. 

Points 2 to 9 inclusive of the points in appellants’ brief relate to 
incidents of the conflicting evidence upon the main and only real 
issue. They have been given careful consideration and found to 
be without any controlling importance. We shall consider them 
briefly. 

Point 2 relates to one of the numerous items of evidence intro- 
duced by appellants to sustain their claim that Atlas was the owner 
of the trade-mark “White Seal” and that it had obtained the right 
to its use on beer from the T. J. Pendergast Wholesale Liquor Com- 
pany. The testimony referred to consisted of page 1614 of the 
minute book of the Board of Directors of the T. J. Pendergast 
Wholesale Liquor Company under date of March 1, 1935. These 
minutes recorded that on that date the Board adopted the following 


resolution: 


Be It Resolved, that the Atlas Brew Sales Company [now Atlas Bever- 
age Company], be, and hereby is, authorized and permitted to use the 
trade-mark “White Seal” on beer which now or hereafter may be manufac- 
tured for and on behalf of said Atlas Brew Sales Company. 

It was contended by the Brewing Company that page 161% of 
the minute book showed upon its face that it was an interpolation 
inserted long after the date which it bore. In commenting on the 


case the trial court under the heading, “Introductory Note” (Not a 
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part of the findings of fact) observed that an important question in 
the case is whether the genesis of the “White Seal’ trade-mark was 
with the plaintiff Brewing Company or with Atlas. After further 
observing that that was a pure question of fact, the court said: 


The conduct and demeanor of all the witnesses, without exception, were 
those of honest, upright men, apparently having no desire save to tell the 
truth. The testimony of some, called by plaintiff, most forcibly supported 
plaintiff's theory, that the label, as between plaintiff and defendant Atlas, 
originated with plaintiff and belonged to plaintiff. The testimony of others, 
called by defendants, equally forcibly supported defendants’ theory that 
the label, as between plaintiff and defendant Atlas, originated with the 
defendant and belonged to it. 

* * * 

For the purpose of showing that the formal consent of the Pendergast 
Company was given, the minute book of that company was introduced by the 
defendants. The formal grant was that at page sixteen and one-half. It 
was signed by T. J. Pendergast as president of the Pendergast Company. 
But page sixteen and one-half so obviously was an interpolation, inserted 
in the book months after it purported to have been written, that it must 
be rejected altogether. And there was no explanation, although the appar- 
ent fraud immediately was called to the attention of all, both by court and 
counsel. 

” * * 

In the light of all the testimony considered as affected by the various 
tests of credibility, we have reached the conclusion—evidenced hereafter 
in the Findings of Fact—that the plaintiff’s, not the defendants’ theory as 
to the origin of the “White Seal” label for the beer sold by Atlas is the cor- 
rect theory. 


It seems to be the contention of appellants that the court based 
his findings adverse to them solely upon his Introductory Note and 
the apparent interpolation of page 1614 in the minute book of the 
liquor company. The record does not sustain this charge. On the 
other hand, the decision is clearly based upon the findings of fact as 
a whole made after considering all the evidence. Further, these 
contentions really present nothing for review in this court. They 
relate only to comment of the trial court and constitute no part of 


the findings or conclusions upon which the judgment rests. Hobbs- 


Western Co. v. Employers’ Liability Assurance Corporation, 8 Cir., 
102 F. (2d) 32, 34; United States v. Flower, 8 Cir., 108 F. (2d) 
298, 301; United States v. Porter, 8 Cir., 247 Fed. 769, 770. 

Point 3 relates only to the weight of the evidence. Appellants 
contend that the record as a whole, disregarding the minute book, 


shows origination, prior adoption, and use of the trade-mark. But 
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the testimony is in utter conflict upon this question. As pointed out 
above, in this situation this court accepts the findings of the trial 
court. He had the advantage of seeing and hearing the witnesses; 
and a due regard for his judgment of their credibility is not only 
reasonable, but it is required by the rules. Rule 52(a) of Rules of 
Civil Procedure. 

The appellants’ fourth contention is that the defendant Columbia 
Brewing Company was the legal owner of the trade-mark ‘White 
Seal” for beer in Missouri; that it had never abandoned it; and that 
by affiliation with Atlas it sanctioned and gave to Atlas the exclusive 
right to the use thereof in 1938. The evidence shows that the Na- 
tional Brewing Company of St. Louis, Mo., registered this trade- 
mark for beer in the Patent Office for a period of 30 years on 
July 12, 1904. It was used until the period of National prohibition 
for use on beer and never afterwards. It expired July 12, 1934, 
and was not renewed. The Columbia Brewing Company had become 
the transferee of the registered mark by mesne transfers in 19338, 
but never used it. 

The conduct of both appellants is inconsistent with the present 
contention. On November 15, 1938, Atlas and Columbia Brewing 
Company entered into a written contract by the terms of which 
Columbia agreed to supply Atlas and no others beer bearing the 
trade-mark ‘“White Seal.’’ The contract recited that Atlas had been 
duly authorized to use the trade mark on beer by the T. J. Pender- 
gast Wholesale Liquor Company; and it was stipulated that Atlas 
would save harmless and indemnify Columbia from all actions, 
judgments and expenses that may be caused or made against Colum- 
bia as a result of the use thereof. Clearly, there was no intent to 
use the trade-mark the registry of which had expired four years 
previously and which had not been used on beer for more than ten 
years. By the terms of their contract appellants did not assume to 
be using the registered mark; but they agreed that they were using 
the mark which the T. J. Pendergast Wholesale Liquor Company 
had permitted Atlas to use. These undisputed facts are sufficient 


to sustain the finding of the trial court that Columbia had aban- 
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doned the registered trade-mark. See Saalehner v. Eisner & Men- 
delson Co., 179 U. S. 19, 31. 

It is next urged that the T. J. Pendergast Wholesale Liquor 
Company’s rights to the use of the trade-mark “White Seal’’ in 
Missouri were prior to those of the plaintiff, and that Atlas derived 
a superior right thereto through the consent of the liquor company. 
The evidence is clear that the liquor company did have a prior right 
to the use of the mark on whiskey, but it had never used it on beer. 
It adopted the mark for whiskey sold in Missouri in 1910. It has 
ever since continued such use. It also used it for a short time prior 
to 1928 during national prohibition on malt liquor. But certain 
undisputed facts support the finding of the court that the liquor com- 
pany did not prior to 1935 own or claim to own the mark for use on 
beer. At the time it was adopted for use on whiskey in 1910, beer 
was being manufactured and sold in Missouri under the registered 
trade-mark “‘White Seal’’ by the predecessor of the Columbia Brew- 
ing Company. Another company used the same mark on champagne 
sold in Missouri; and, as shown above, it has been registered and 
used on many articles of merchandise. While the difference between 
whiskey and beer may not be as great as the difference between 
whiskey and ginger ale, the two articles are sufficiently distinctive 
that the owner of a trade-mark for whiskey can not under the cir- 
cumstances of this case claim that it covers and includes beer. Ph. 
Schneider Brewing Co. v. Century Distilling Co., 10 Cir., 107 F. 
(2d) 699 [43 U. S. P. Q. 262]; France Milling Co. v. Washburn- 
Crosby Co., 2 Cir., 7 F. (2d) 304; W. T.Wagner’s Sons Co. v. 
Orange Snap Co., 5 Cir., 18 F. (2d) 554. 

Further, in this connection it should be observed that Atlas did 
not acquire ownership of the trade-mark “White Seal’ for use on 
beer by the consent of the liquor company to use it for that purpose 
for the reason that the consent so given did not carry with it any 
good-will. The liquor company did not use it on-beer and did not 
transfer any part of its business to Atlas. It is an established rule 
of trade-mark law that a name cannot be assigned except in con- 


‘ 


nection 


‘with the particular business in which it has been used, with 
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its good-will, and for continued use upon the same articles or class 
of articles.” Carroll v. Duluth Superior Milling Company, 8 Cir., 
232 Fed. 675, and cases cited supra. 

The sixth, eighth and ninth contentions of appellants, that the 
Brewing Company is not the owner of the trade-mark “White Seal” ; 
that the genesis of the mark is not decisive of the issue; and that the 
label was derived from the Canada Company rather than the Little 
Falls, Minn., Company, may be considered together. They all relate 
to the original adoption of the label by the Brewing Company in 
1935. The genesis of the idea is material only as throwing light 
upon the transaction in 1935 when the Brewing Company began to 
manufacture beer labeled with the trade-mark “White Seal’ and to 
distribute it in Missouri and Kansas through Atlas and its affiliate in 
Kansas City, Kan. It is not claimed by the Brewing Company that 
it acquired ownership of the trade-mark by assignment from the 
Canada Company, nor from the breweries at either Crookston or 
Little Falls, Minn. The consent to the use of their trade-mark by 
those breweries did not convey any part of their business nor of their 
good-will. The evidence for the Brewing Company shows that it 
designed and adopted the label in 1935; that its name was printed 
on every label; that the name of Atlas appeared nowhere on the 
label; that it held itself out to the public as the manufacturer of the 
beer and the owner of the trade-mark from the beginning of its use 
in 1935; and that Atlas at no time until its contract was cancelled 
made any claim to the ownership of the trade-mark. During the 
period from 1935 to 1938 Atlas purchased the ““White Seal’ beer 
from the Brewing Company and resold it under the terms of its 
contract of March 11, 1935, without any claim of proprietorship 
whatever. The record supports the findings of the court upon all 
these points. 

Finally, it is claimed that appellants have not been guilty of any 
unfair trade practices. This contention could be sustained only if 
it were found that Atlas was at all times owner of the trade-mark. 
After the contract between the Brewing Company and Atlas was 


terminated Atlas continued to sell ““White Seal’? beer to the same 
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taverns and customers who had purchased “White Seal” beer manu- 
factured by the Brewing Company without informing them that 
the beer delivered was a different beer manufactured by a different 
brewery. It was shown that the Brewing Company’s signs were 
left at places where the beer was sold and that there was actual con- 
fusion in the minds of purchasers. This was sufficient to sustain the 
finding of the court. 

The evidence supports the findings and judgment of the court. 
The judgment is accordingly affirmed. 


Coty, Inc. v. Puitip S. WILLINGMYRE AND THERESA TurRK (trading 


under the firm name and style of Turk DruG Company) 
United States District Court, Eastern District of Pennsylvania 
June 6, 1940 


TrapveE-Mark INFRINGEMENT—UsE or GENUINE Trape-Mark on ReBorriep 
Propucr—“Cory” on PERFUME. 

The rebottling by defendant of plaintiff's perfumery products, long 
well-known to the public under the Coty name and trade-mark, and 
selling same in small vials mounted on cards and bearing labels indicat- 
ing that they were the Coty products, rebottled independently, held un- 
fair competition. Defendant required to add to such notice the words 


“Without authority or consent of “Coty” which assumes no responsibility 
for contents.” 


Unrairn Competirion—“Cory”—SuvpstirvTion. 
The sale by defendant or original “Coty” bottles bearing “Coty” 
labels and trade-marks and containing perfumery not the original per- 
fume contained in the product nor anything closely resembling it, held 


infringement and was enjoined. 

In equity. Action for trade-mark infringement and unfair com- 
petition. Decree for plaintiff. 

Hirsh W. Stalberg, of Philadelphia, Pa., for plaintiff. 


Lewis G. Bernstein, of New York City, for defendant. 


Before Kirkpatrick, Judge. 


Sur Pleadings and Proofs 


Kirkpatrick, J.: The plaintiff filed its original bill 


October 14, 1935, against two defendants, Willingmyre 


in equity 


and one, 








os 
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Theresa Turk. The bill charged Willingmyre with fraudulent use 
of Coty’s name and infringement of its trade-mark in selling per- 
fumery. Specifically, it appears from the bill that the charge 
against Willingmyre was based upon the sale by him, either under 
the name of Harrise or as a selling agent for Harrise, of small bot- 
tles of perfumery upon display cards. Both the cards and the 
labels on the bottles featured the Coty name and trade-mark. It 
does appear on the cards and on the labels that the products are 
advertised only as “‘blended with’’ Coty’s product. The bill avers, 
however, that the contents were spurious and that the suggestion 
that they have any characteristics of Coty’s product is misleading 
and fraudulent. There is also a general allegation that the de- 
fendant sold other products in a matter to compete unfairly with 
Coty and infringe its trade-mark rights. 

After a hearing at which the defendant Willingmyre did not 
appear, a preliminary injunction issued against him November 29, 
1935. The injunction restrained him from selling any perfume 
bearing the plaintiff's trade-mark which “‘are not completely genuine 
products of plaintiff as produced by plaintiff in their identical form 
and in the manner packaged and/or distributed by plaintiff’; also 


‘ 


from “in any manner refilling, rebottling and/or bottling any per- 
fume, toilet water, or other product of the plaintiff.” 

Passing over various intermediate steps not necessary to detail 
here, on February 15, 1940, the plaintiff filed a supplemental bill, 
in pursuance of a stipulation of counsel for both parties (Coty and 
Willingmyre, a final injunction having issued against Turk) which 
provided that “plaintiff may file of record the supplemental bill of 
complaint hereto attached with the same force and effect as if 
plaintiff had moved for leave to file same and leave had been granted 
by the court.” An answer was filed on February 20, 1940, and 
testimony taken. The case is now before the court for final dis- 
position. 

The amended bill charges the defendant with having sold, during 


the years 1938 and 1939, toilet water and perfume in Coty’s original 








502 THIRTIETH TRADE-MARK REPORTER 


bottles, the contents having been extracted and wholly spurious 
product having been inserted into them. 

Conceding the proposition of law on which the defendant bases 
a motion to dismiss—that where the plaintiff has failed to show a 
case which would have entitled him to any relief whatever under 
his original bill he may not support a supplemental bill by proof 
of invasions of his rights of a different nature occurring after the 
filing of the original bill—the rule would not be applicable in this 
case. The relief asked for in the two bills is substantially the same, 
namely, injunctive process to restrain the defendant from compet- 
ing unfairly with the plaintiff and infringing its trade-marks by 
selling spurious product in such manner as to induce customers to 
believe that they are buying Coty’s genuine product. The de- 
fendant’s own testimony, both in the course of the depositions and 
at the hearing amply support the finding that, prior to the filing of 
the original bill, he was actively concerned with the sale of the 
Harrise “blended” Coty products. The advertising and labels in 
connection with these sales was clearly fraudulent. 


I would go 


= 


farther and say that, where a product is sold which contains such a 
small quantity of another competing manufacturer's product that it 
in no way resembles the original, the name of the original manufac- 
turer may not be featured at all in advertising, even though the de- 
fendant says, with a modicum of truth, that his product is only 
blended with the original. 

In passing it may be said that I do not regard the stipulation 
as barring the defendant from raising the question which he now 
raises, but I hold that, the charge of the original bill having been 
sustained, the cause of action and relief sought by the supplemental 
bill is so closely related that, if the rights which the plaintiff seeks 
to protect have been invaded by acts of the defendant subsequent 
to the original bill, they may be protected by a decree. Consequently 
the motion to dismiss is denied. 

I find as a fact that at various times during 1936 and 1939 the 


defendant sold to certain investigators employed by the plaintiff 


original Coty bottles bearing Coty’s labels and trade-marks, and 
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containing some kind of perfumery which was neither the original 
perfume contained in the bottle, or any other Coty perfume, nor any- 
thing closely resembling the original contents. Specifically, I find 
that such a sale was made in New York City on July 3, 1939. 

The defendant was in the business of buying Coty products at 
wholesale prices, or at the best prices he could get, and rebottling 
them, selling them in small vials mounted on cards and bearing 
labels which indicated that they were Coty products, rebottled in- 
dependently. This much he does not dispute. What he does dispute 
is that after emptying the original bottles bearing the Coty trade- 
marks and labels, he refilled them with some cheap spurious product 
and resold them through various undercover channels. However, 
I am satisfied that the evidence is more than sufficient to establish 
that he did so. 

As to the legitimate part of his business—the rebottling—I will 
adopt the rule prescribed by the Circuit Court of Appeals for this 
Circuit in Hermida Laboratories v. Bourjois [29 T.-M. Rep. 464], 
and require similar labels and advertising if this part of the business 
is to be continued. I will not at the present time pass upon the 
motion to attach the defendant for contempt. If the parties desire, 
requests for fuller findings and conclusions of law may be sub- 
mitted. 

Judgment for the plaintiff in accordance with the foregoing 


opinion. 


F. W. Fircu Company v. CamILte, INc. 
United States District Court, Southern District of New York 
March 27, 1940 


Unrair Competition AND TRADE-MArkK INFRINGEMENT—DECLARATORY J UDG- 
mMENT—Mor10n to Fite SUPPLEMENTARY ANSWER. 

Pending appeal by defendant in an action for trade-mark infringe- 
ment and unfair competition, in which plaintiff was adjudged in con- 
tempt of court for violation of injunction, defendants were granted 
leave to file a supplementary answer, since denial of the motion might 
result in plaintiff being permitted to do in this district what it had been 
enjoined from doing in Iowa. 
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In equity. Action by F. W. Fitch Company against Camille, Inc., 
for a declaratory judgment as to trade-mark infringement and unfair 
competition. On defendant’s motion for leave to file and serve a 
supplemental answer. Motion granted. 


Lewis G. Bernstein (Samuel Stephen Baker, of counsel), both 
of New York City, for plaintiff. 
Harry G. Grossman, of New York City, for defendant. 


Huvsert, D. J.: This is an action for declaratory judgment 
in respect to trade-mark infringement and unfair competition. 

Defendant seeks leave to file and serve a supplemental answer 
and the plaintiff's objection thereto is that such supplemental answer 
will be subject to a motion to strike. 

This action was commenced September 29, 1939 and thereafter 
an order was made restraining defendant during the pendency of 
this action from representing to the trade that the product of the 
plaintiff infringes upon the product of the defendant and from 
threatening dealers or anyone who handles, or may handle plaintiff's 
product, with legal or other action. 

The parties are competitors and market a preparation to prevent 
runs in hosiery. Camille, Inc., uses the trade-mark ‘““Run-R-Stop” 
and Fitch Company used the trade-mark “Stop-A-Run.” 

A previous action was instituted by Camille, Inc. (the defendant 
herein), against F. W. Fitch Company (plaintiff herein) in the 
United States District Court for the Southern District of Iowa, 
Central Division, and the Fitch Company was enjoined in that 
action, among other things: 

(5) from using a container simulating the general appearance or dress 
of package of plaintiff's “Run-R-Stop” preparation. 

The decision of the District Court will be found in volume 27 
Fed. Supp. 752; the affirming decision of the United States Circuit 
Court of Appeals in 106 F. (2d) 635. . 


During the pendency of its appeal, the Fitch Company made a 


slight change in the appearance of its container using “Fiks-O”’ in- 
stead of “Stop-A-Run.” 
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On November 20, 1939 (after the institution of this action) the 
Fitch Company, its president and vice-president, were held in con- 
tempt of court in the Iowa case for “having knowingly violated the 
decree of this court: (a) in using a container simulating the general 
appearance or dress of package of plaintiff's “‘Run-R-Stop’ prepara- 
tion; and (b) in using counter display cards simulating the general 
appearance of plaintiff's counter display cards advertising and dis- 
playing its ‘Run-R-Stop’ product.” 

The Fitch Company and its president and vice-president, respec- 
tively, have paid the fines imposed upon them and the time limit 
within which they could have appealed has expired and no appeal 
was taken. Thereupon, the Fitch Company discontinued the use 
of the designation “Fiks-O,” but still market their product in a con- 
tainer which Camille, Inc., claims to be in simulation of its own, 
and in violation of its said injunction. The contempt proceeding and 
the change in the container in which the Fitch Company continue to 
market its product have occurred since the filing of the answer of 
Camille, Inc., in the pending action. The supplemental answer for 
which leave is sought to file, alleges that the matters and things com- 
plained of in the bill of complaint in the pending action are res 
adjudicata. That is a matter of proof, and, it seems to me, that 
Camille, Inc., ought to have an opportunity, through proper amend- 
ment, to offer it upon the trial of this action. The denial of this mo- 
tion might otherwise result in Fitch Company being permitted to 
do in this District what it has been enjoined from doing in Iowa. In 
accordance with the spirit of Rule 15, F. R. C. P. that leave to 
amend “‘shall be freely given when justice so requires,’ the motion 


is granted. Settle order. 
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BraApDsTONE RusBBER Company Vv. Cor, Commissioner of Patents 
United States District Court, District of Columbia 
June 21, 1940 


‘TrapE-Marks—Opposirion—ActTion Unover R. S. 4915—Rusper HEELS anp 
SoLtes AND SHoes—Goops or Same Descriprive PROPERTIES. 

Rubber heels and soles and shoes held to have the same descriptive 

properties as shoes having rubber heels and soles. 
Trape-Marks—Conrvusion OF PuRCHASERS. 

On the ground that it so nearly resembles a registered or known 
trade-mark as to cause confusion or mistake in the mind of the public, 
it is not necessary to show that confusion has actually occurred. 

Trape-Marxs—Actrion Unoner R. S. 4915—Green Circutar Ficure anp Rep 
Circutar Figure—Conruicrinc Marks. 

A trade-mark consisting of a green circular figure or disk held to be 
confusingly similar to a trade-mark consisting of a red circular mark, 
used either with or without a duck design. The complaint was, accord- 
ingly, dismissed. 

Action under R. S. 4915 ,to obtain the registration of a trade- 


mark. Complaint dismissed. See also 30 T.-M. Rep. 155. 


Barry & Cyr, Robert E. Barry and Armand A. Cyr, all of Wash- 
ington, D. C., for plaintiff. 
W. W. Cochran, United States Patent Office, for defendant. 


BaiLey, J.: 1. This is an action under Section 4915 R. 3S. 
(U. S. C., title 35, Section 63) in which plaintiff seeks to have the 
court authorize the Commissioner of Patents to register to plaintiff 
a trade-mark on plaintiff's application No. 365,509, filed on May 
28, 1935, under the Trade-Mark Act of February 20, 1905 (U.S. C., 
title 15, Section 81 et seq.). 

2. Plaintiff seeks registration of a mark consisting of a green 
circular figure, or disc, for use in connection with rubber soles and 
rubber heels. 

3. In its application plaintiff alleged use of the mark on rubber 
heels and rubber soles since May 21, 1935. 

4. Plaintiff's application was indicated as allowable by the 
Primary Examiner of Trade-Marks on July 5, 1935, subject to 
opposition, and the mark was passed for publication. 

5. Plaintiff's application for registration was opposed in the 
United States Patent Office by the Mishawaka Rubber and Woolen 
Mfg. Co. in an Opposition Proceeding No. 15,062. 
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6. In the Opposition Proceedings plaintiff and the opposer filed 
a stipulation containing, among others, the following paragraphs: 


3. That Exhibit No. 1 attached hereto is a catalog of Opposer for the 
vears 1935 and 1936 and illustrates and describes goods of the character 
upon which Opposer has used its red circular figure trade-mark in inter- 
state and foreign trade for a great many years prior to the adoption and 
use of the mark for which Applicant seeks registration and upon which 
Opposer is still using its said red circular figure trade-mark in inter-state 
and foreign trade and those illustrations in said catalog on which a red 
circular mark appears are representative of the manner in which Opposer 
has used and is using its red circular figure trade-mark on the illustrated 
goods. 

4, Opposer manufactures heels, with its red circular trade-mark thereon, 
separate from its boots and shoes, and subsequently attaches the heels to 
the boots and shoes, but has never sold heels separately with its red cir- 
cular trade-mark thereon, to customers in this country. 

8. Opposer is not aware of any actual confusion in trade between the 
goods of Applicant bearing the mark of the Bradstone application here in 
Opposition and the goods of Opposer. 

9. Opposer has never used a green disc as a trade-mark on its goods. 

10. Applicant has made and sold heels, each bearing a red circular mark 
with a duck design thereon, and also heels, each bearing a green circular 
mark with a duck design thereon, but discontinued the use of a red dise 
trade-mark since receiving notice from Opposer of its trade-mark registra- 
tion No. 36,471. 


7. The Examiner of Trade-Mark Interferences dismissed the 
Opposition and adjudged that plaintiff was entitled to the registra- 
tion for which it made application. 

8. On appeal by Opposer, the Commissioner of Patents affirmed 
the dismissal of the Opposition on the ground that the Opposer’s 
notice of opposition was fatally defective in that it did not make 
allegations sufficient to sustain the opposition. In his decision the 
Commissioner held plaintiff not entitled to a registration of the mark, 
in view of the admissions made by plaintiff in the stipulation and on 
the ground that the mark is confusingly similar to the mark covered 
by a previous registration No. 36,471. 

9. On May 28, 1901, said registration No. 36,471 was issued to 
the Mishawaka Woolen Manufacturing Company. The trade-mark 
covered by this registration consists of a red circular figure for use 
on rubber boots and shoes and other specified goods. This registra- 
tion was renewed to the Mishawaka Rubber and Woolen Manu- 


facturing Company. 
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10. The form and location of the mark as used by plaintiff on 
rubber heels are substantially the same as the form and location of 
the mark previously used by the Mishawaka Rubber and Woolen 
Manufacturing Company on rubber heels attached to shoes, and 
shown on pages 30 and 32 of the catalog referred to in the stipula- 
tion. The marks differ only in color. 

11. The Mishawaka Rubber and Woolen Manufacturing Com- 
pany and its predecessor the Mishawaka Woolen Manufacturing 
Company have used their red circular figure trade-mark in inter- 
state and foreign trade for a great many years prior to the adoption 
and use by plaintiff of the mark consisting of a green circular figure 
for which it seeks registration. 


Conclusions of Law 


1. Rubber heels and soles, in connection with which plaintiff 
uses the mark, and shoes having rubber heels and soles, in connection 
with which the Mishawaka Rubber and Woolen Manufacturing Com- 
pany uses its mark, are goods of the same descriptive properties. 

2. To justify the refusal to register a trade-mark on the ground 
that it so nearly resembles a registered or known trade-mark owned 
and in use by another as to be likely to cause confusion or mistake 
in the mind of the public, it is not necessary to show that confusion 
has actually occurred. 

3. The mark for which plaintiff seeks registration so nearly 
resembles the mark covered by registration No. 36,471, owned and 
in use by the Mishawaka Rubber and Woolen Manufacturing Com- 
pany and appropriated to goods of the same descriptive properties 
as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers. 

4. Plaintiff is not entitled to the registration sought in the ap- 
plication here involved. 


5. The complaint should be dismissed. 
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MicHEt Cosmetics, Inc. v. TstrKas, ET AL. 
(26 N. E. 2d 16) 


New York Court of Appeals 
March 5, 1940 


Unrair Competirion—Trapve-Mark INFRINGEMENT—SvIts—Damaces. 

An infringer must compensate the owner of a trade-mark, patent, 
process or formula for profit which owner would have acquired except 
for infringement. 

Unrain Competition—Svuirs—Wroncrut Use or Secret FormMvunLas AND 
ConTAINERS. 

A wrong doer who has imitated the containers of another and has 
used his secret formulas and processes might be compelled to yield up 
his gains to the true owner. In the case at issue, defendants were re- 
quired to compensate plaintiff for any damages they may have inflicted 
upon it, even though they failed to realize the profits anticipated from 
their wrong doing. 

Unrarr Competrrion—Svutrs—Damaces. 
Conclusive proof of the damages derived from wrongful competition 
| is not required, but every doubt will be resolved against defendants if 
they are wanton wrongdoers. 
Unrair Competition—Svuirs—Use or Secrer ForMuLas—ACcCoUNTING OF 
Prorttrs. 

In an action by a lipstick manufacturer for wrongful use of its 
container and secret formulas, the evidence showing that plaintiff's sales 
and profits were not reduced because of defendant’s competition, and 
that defendant’s sales, in part at least, were not made in territory where 
plaintiff did business held not to authorize recovery of profits which 
plaintiff would have made on all sales made by defendants. 


In equity. Action for unfair competition and for accounting 
and damages. From a judgment of the New York Supreme Court, 
Appellate Division, affirming a judgment of the Special Term, de- 
fendants appeal. Reversed and new trial granted. 


Frederick L. Kane and Stephen D. Finale, both of New York 
City, for appellants. 

Frederick Hemley and Jesse Hemley, both of New York City, 
for respondents. 


Leuman, C, J.: The plaintiff corporation is engaged in the busi- 
ness of manufacturing and selling lipsticks. These lipsticks are 
made in accordance with secret formulas and secret processes owned 
by it. The defendant Aristides G. Tsirkas was an employee of the 


plaintiff corporation, and in the course of his employment he learned 
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the secret formulas and processes used by the plaintiff in its busi- 
ness. Then he left the plaintiff's employ and formed the defendant 
corporation. The individual defendants manage and control the 
defendant corporation and they manufactured and sold lipsticks 
made in accordance with the formulas and the processes owned by 
the plaintiff. The plaintiff alleges in its complaint that the de- 
fendants have wrongfully manufactured the lipsticks in accordance 
with formulas and processes belonging to the plaintiff and have 
placed the lipsticks so manufactured in containers similar to the 
containers used by the plaintiff, with the object of deceiving buyers 
into the belief that they were buying the product of the plaintiff, 
and have sold the lipsticks in such containers to customers of the 
plaintiff, whose names the defendant Tsirkas obtained from the 
plaintiff's files. In this action the plaintiff asks that the defendants 
be enjoined from continuing their wrongful acts; and, also, that 
they be directed to account to the plaintiff “for all sales and con- 
tracts made by them, or any of them, for the sale of lipsticks made 
by the secret formule or secret processes owned by the plaintiff as 
aforesaid,’ and “that plaintiff recover damages against the de- 
fendants, and each of them, in the sum of Twenty-five Thousand 
($25,000) Dollars and in such additional sum as may be found due 
upon said accounting.” 

After trial of the issues, an interlocutory judgment in favor of 
the plaintiff was entered which decreed, among other things, that the 
defendants be enjoined from manufacturing, selling or offering for 
sale any lipsticks, “made by the secret formule or secret processes 
which belong to the plaintiff ;” that they be restrained from selling 
lipsticks “in containers which resemble those heretofore used by 
them or any containers used by plaintiff,’ and that they “‘account to 
plaintiff for all profits which plaintiff would have made on the lip- 
sticks manufactured and sold by defendants from November 1, 
1934, up to the present time if said lipsticks had been manufactured 
and sold by plaintiff.” 

The evidence showed that the defendants sold large size lip- 


sticks in black and gold containers and other lipsticks in red and 
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pink containers. The Appellate Division, upon appeal from the 
interlocutory judgment, made a new finding that the containers 
used by plaintiff and imitated by the defendants “‘are the black and 
gold containers for the large size lipsticks.’ The court did not 
find that the red and pink containers were an imitation of any con- 
tainers used by the plaintiff and accordingly it modified the injunc- 
tive provision contained in the interlocutory decree of Special Term 
so that the defendants were restrained from using the black and 
gold containers but were left free to use the red and pink containers. 
The court did not change the provision of the interlocutory judg- 
ment for an accounting. 

The accounting has been held before an official referee and final 
judgment awarding to the plaintiff damages in the sum of $19,726.76 
has been entered and unanimously affirmed by the Appellate Divi- 
sion. Upon the appeal to this court from the final judgment, the de- 
fendants do not challenge the injunctive provisions of the judgment, 
but they urge that the award of damages is not justified by the evi- 
dence. The defendants have wronged the plaintiff. They must 
pay to the plaintiff the damages they have caused the plaintiff by 
that wrong. A wrongdoer who has imitated the containers of the 
plaintiff and has used the secret formulas and processes belonging 
to the plaintiff might be compelled to “‘vield up his gains to the true 
owner, upon a principle analogous to that which charges a trustee 
with the profits acquired by wrongful use of the property of the 
cestui que trust.” Hamilton-Brown Shoe Co. v. Wolf Brothers & 
Co., 240 U. S. 251, 259, 36 S. Ct. 269, 272, 60 L. Ed. 629 [6 T.-M. 
Rep. 169]. Here it does not appear that the defendants acquired 
any profits, but they must compensate the plaintiff for any damages 
they may have inflicted upon the plaintiff, even though they failed 
to realize the profit which they anticipated would accrue to them 
from the wrong. Westcott Chuck Co. v. Oneida Nat. Chuck Co., 
199 N. Y. 247, 92 N. E. 639, 139 Am. St. Rep. 907, 20 Ann. Cas. 
858; Hamilton-Brown Shoe Co. v. Wolf Brothers & So., supra; 
Platinum Products Corp. v. Berthold, 280 N. Y. 752, 21 N. E. 2d 


520; Faber v. Hovey, 73 N. Y. 592. The problem presented upon 
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this appeal is whether upon the evidence here presented the court 
has properly applied the correct measure of damages. 

The wrong inflicted upon the plaintiff is analogous to the wrong 
suffered by an owner through infringement of his patent or trade- 
mark, and the rule of damages is similar. An infringer must com- 
pensate the owner of a trade-mark, a patent, a process or a formula 
for the profits which the owner would have acquired in his business 
except for such infringement. Here if the plaintiff would otherwise 
have made the sales of lipsticks which in fact the defendants made 
by the use of plaintiff's formulas, then the plaintiff is entitled to re- 
cover from the defendants the amount of the profits which the 
plaintiff would have acquired upon such sales but for the defendants’ 
wrong. The evidence required to show that profits have been lost, 
and their amount, may depend upon the special circumstances of the 
case. The general rule has been established by an unbroken line of 
decisions in the courts of this State and of the United States, and the 
interlocutory decree has provided that it should be applied in this 
case. 

The number of lipsticks manufactured in accordance with the 
secret formulas of the plaintiff, and sold by the defendants; the size 
of the containers used; and the persons to whom the sales were made, 
were shown by the books of the defendants. The costs and expenses 
of the plaintiff in manufacturing and selling its lipsticks; the coun- 
tries where sales were made; and the prices obtained were shown by 
the plaintiff's books. Some of the containers used by the de- 
fendants were larger than the containers used by the plaintiff. The 
plaintiff's recovery was measured by the difference between the 
price which the plaintiff would have received upon the sale of the 
number of lipsticks it could have manufactured from the materials 
used by the defendants and the estimated costs and expenses which 
the plaintiff would have incurred in manufacturing and selling that 
number in addition to the lipsticks it actually manufactured and 
sold. It does not appear that the defendants’ lipsticks were sold 
to plaintiff's customers; on the contrary, it appears that some of the 


defendants’ lipsticks were sold in countries in which the plaintiff 


was not attempting to distribute its product. With the exception of 
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a comparatively small number of lipsticks which the defendants sold 
in black and gold containers resembling the plaintiff's containers, 
it does not appear that the defendants attempted or succeeded in 
deceiving their customers that they were buying goods manufactured 
by the plaintiff. The plaintiff has recovered the estimated profits it 
would have made on the lipsticks manufactured and sold by de- 
fendants if said lipsticks had been manufactured and sold by plain- 
tiff, but there is no evidence in this case which would support a 


finding that plaintiff would have sold those lipsticks except for the 





defendants’ wrong—at least, unless an inference that the plaintiff 
would have made those sales arises from the fact that the lipsticks 
made by both the plaintiff and the defendants were made according 
to a formula which only the plaintiff had the right to use. 

The defendants challenge the manner in which the courts below 
have calculated the costs and expenses which the plaintiff would 
have incurred if it, rather than the defendants, had sold the lip- 
sticks, in fact sold by the defendants. We do not reach the question 
of whether profits which the plaintiff might have made upon sales 
not actually made by it were correctly estimated unless we first 
determine that upon this record the plaintiff is entitled to recover 
any estimated profits upon such sales. We are told that the inter- 
locutory judgment provides that the plaintiff is entitled to damages 
measured by such profit and that the defendants did not upon the 
appeal to the Appellate Division object to the form of the judgment. 
The language of the interlocutory judgment is not entirely clear 
upon that point and the learned referee held that under its terms 
further proof was not required to establish that the defendants’ 
wrong had deprived the plaintiff of such profits. Assuming though 
not deciding that such construction is correct, then we must de- 
termine whether the court could properly insert in the interlocutory 
judgment the provision relied upon. The injunctive provisions of 
the interlocutory judgment were, as we have said, modified very 
substantially in the Appellate Division and the question whether the 
provisions for an accounting are an appropriate remedy for the 
wrongs which the court enjoined in the interlocutory judgment as 


modified is properly raised in this court. 
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The defendants have competed with the plaintiff and their com- 
petition has been wrongful. Estimated profits which the plaintiff 
might have derived from sales actually made by the defendants in 
competition with the plaintiff do not “measure the damages except 
as they are shown by a corresponding decrease in plaintiff's own 
business occasioned by such competition.” Sutherland on Damages 
(4th Ed.), p. 4492. “When a plaintiff in a trade-mark or unfair 
competition case seeks to recover damages, the burden is on him to 
prove by competent and sufficient evidence his lost sales, or that he 
was compelled to reduce prices as the result of his competitor's 
wrongful conduct. There is no presumption of law or of fact that 
a plaintiff would have made the sales that the defendant made.” 
Dickinson v. Thum Co., 6 Cir., 8 F. (2d) 570, 575. 

In every case where damages have been recovered, measured by 
profits which the plaintiff would have derived from sales made by a 
defendant if the plaintiff had made those sales, there has been some 
evidence tending to show that the defendant’s wrongful acts have 
caused the plaintiff to suffer a commensurate decrease of profits. 
That is true in all the cases relied upon by the respondent upon this 
appeal. Thus, in Conviser v. Brownstone & Co., 209 App. Div. 584, 
205 N. Y. S. 82 [13 T.M. Rep. 71], the defendant’s sales were made 
to plaintiff's own customers. In Champlin v. Stoddard, 34 Hun 109, 
110, it was pointed out that “the referee found, upon sufficient evi- 
dence, that the plaintiffs were prepared and able to have sold the 
same quantity, in addition to what they did sell, during the same 
period. The evidence shows very clearly that the defendant’s sales 
were made largely in places where the plaintiff had an established 
market which they had built up by extensive advertising, the de- 
fendant’s sales being at a reduced price, and in great part to per- 
sons who had been customers of the plaintiffs.” In Lawrence-Wil- 
liams Co. v. Societe Enfants Gombault et Cie, 6 Cir., 52 F. (2d) 
774 [17 T.-M .Rep. 503], the defendant had been the plaintiff's ex- 
clusive distributor in this country and when he ceased to sell the 
plaintiff’s product he continued to be the sole distributor of the same 


article though then it was produced by himself. In Platinum Prod- 
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MICHEL COSMETICS, INC. V. TSIRKAS, ET AL. 
ucts Corp. v. Berthold, supra, the evidence showed that before the 
defendant began to distribute the same article which plaintiff manu- 
factured and sold, the plaintiff had built up a national reputation 
and good-will and sold its product to representative department 
stores throughout the country. The wrongful acts of the defendant 
enabled the defendant to sell, at a lower price, the same product in 
the same field and in consequence the plaintiff's business was ruined 
and damages were greater than the profits it would have made if it 
had sold the number of articles which the defendant actually sold. 
Cf., also Rose v. Hirsh, 3 Cir., 94 Fed. 177, 51 L. R. A. 801; Con- 
tinuous Glass Press Co. v. Schmertz Wire Glass Co., 3 Cir., 219 Fed. 
199; Regina Music Box Co. v. Otto & Sons, C. C., 114 Fed. 505; 
Transit Development Co. v. Cheatham E. S. Device Co., 2 Cir., 194 
Fed. 963, 966. In all these cases there is evidence upon which find- 
ings were based to the effect that the plaintiff lost sales of its product 
to the extent measured by defendant’s manufacture of its own. 

It is true that the proof in these cases was often far from con- 
clusive. Such proof is not required. The defendants are wanton 
wrongdoers and in such case “every doubt and difficulty should be 
resolved against them.” Providence Rubber Co. v. Goodyear, 9 
Wall. 788, 803, 19 L. Ed. 566. “All that is necessary in order to 
prove actual damages is to furnish some reasonable basis or data on 
which to calculate them, and whenever the evidence is sufficiently 
definite to show the pecuniary loss suffered by the complainant, he 
is entitled to be reimbursed, no matter whether the infringer gained 
anything by the infringement or not.’ Creamer v. Bowers, C. C.., 
35 Fed. 206, 208. 

In this case the evidence may be sufficient to permit the infer- 
ence that the defendants have caused some loss of profits to the plain- 
tiff, but is certainly insufficient to justify an inference that the 
plaintiff would have made all the sales actually made by the de- 
fendants if the defendants had not competed with it. The plain- 
tiff’s sales were not reduced after that competition began nor were 
its profits, and, as we have said, at least in part, the sales by the de- 


fendants were not made in territory where the plaintiff did business. 
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We cannot upon this appeal make findings which would sustain even 
a partial recovery; that is a function of the trial court after weigh- 
ing the evidence and choosing among possible inferences. 

The judgments should be reversed, and a new trial granted to 
determine the plaintiff's damages, in accordance with this opinion, 
with costs to the appellant to abide the event. 


LovuGHRAN, Fincu, Ripprey, Sears, Lewis, and Conway, JJ.. 
concur. 


Judgment accordingly. 


SEATTLE STREET Rattway & MunicipaL EmMpLoyees RE.ieEF Asso- 
CIATION v. AMALGAMATED ASSOCIATION OF STREET, ELEcTRIC 


AND Moror CoacH EMPLOYEES OF AMERICA, ET AL. 
Washington Supreme Court 


April 18, 1940 


Trape-Marks AND TrapeE-NAMEs—RiIGHr to Use. 

The right to use a particular name as a trade-name belongs to the 
one who first appropriates and uses it in connection with the particular 
business. 

Trape-Marks AND TrapE-NAMES—PersonaL NamMes—ReEstrictions on Use. 

A person, whether individual or corporate, may not use any name, 
not even his own, which is the distinctive feature of a trade-name already 
in use by another, if such use tends to confuse in the public mind the 
business of such person with that of the other. 

Unrair Competirion—Wroncrut Use or Trape-NAME—RiGHT oF Prior 
User. 

The prior user of a trade-mark may be entitled to relief, regardless 
of actual fraud or intent to deceive on the part of a subsequent ap- 
propriator. 

Trape-Names—Ricuts—How AcavuiRep. 

To acquire the right to use a particular name it is not necessary that 
the name be used for any considerable length of time; it is enough to 
show that one had actual use of it before it was used by another. 

Trape-NamMes AND Unrair Competirion—‘Seatrie SrreetT Rattway EmM- 
PLOYEES Revier AssociaTIon”’—‘“SEAaTTLE Street Car MeEn’s 
Brancu Rewrier Association”—Deceptive Use or Trape-Name. 

After plaintiff adopted the name “Seattle Street Railway Employees 
Relief Association” for a relief association composed of employees of the 
Seattle street car system, which association was duly incorporated under 
the laws of the State of Washington, the subsequent adoption and use 
by defendant of the name “Seattle Street Car Men’s Relief Association” 


as the title of a similar organization held unfair competition and was 
enjoined. 
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In equity. Action for trade-mark infringement and unfair com- 
petition. From a judgment partially in plaintiff's favor, defendants 
appeal. Modified. 


Will G. Beardsley and George F. Ward, both of Seattle, Wash., 
for appellants. 
Cissna, White & Baum, of Seattle, Wash., and Leon L. Wolf- 


stone, of Washington, D. C., for respondents. 


Stinert, J.: This action involves, primarily, the superior right 
to the use of certain descriptive names and certain component words 
thereof. Plaintiff, a corporation, sought by its complaint (1) to 
enjoin defendants from the use by them of the designated names or 
any names similar thereto, (2) to enjoin defendants from publicly 
asserting or representing that plaintiff was guilty of fraud in con- 
ducting its activities under such names, and (3) to recover damages 
sustained by reason of defendant’s alleged malicious assertions and 
representations concerning plaintiff, and by reason of defendant's 
alleged wrongful use of the names designated. Defendants, com- 
prising an international union, a local division thereof, and a num- 
ber of officers and members of the local together with their wives, 
answered and, by cross-complaint, in turn sought (1) to enjoin 
plaintiff from using the names above referred to, or any similar 
names, (2) to enjoin plaintiff from representing to the public that 
its activities were conducted for the benefit of individuals represented 
by defendants, and (3) to obtain an accounting of funds acquired 
by plaintiff through its alleged former misrepresentations. 

Upon the applications of the respective parties, show cause 
orders for temporary injunctions were issued, and upon a hearing 
thereon by the court, a decree was entered granting, in part, defend- 
ants’ application for a temporary injunction against plaintiff, but at 
the same time enjoining defendants from using plaintiff's corporate 
name, or any name similar thereto, and from making any derogatory 
statements concerning the character of the organization, the mode of 
operation, or the composition of the membership, of plaintiff cor- 
poration. From the adverse portions of the decree, defendants have 
appealed. 
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In a case of this kind, a decision is peculiarly governed by the 
facts involved. We will, therefore, endeavor to state, as clearly as 
possible, the train of facts and events which the parties themselves 
concede have produced a fabric of confusion. 

Appellant Amalgamated Association of Street, Electric Rail- 
way and Motor Coach Employees of America, hereinafter referred 
to as ““Amalgamated,” is an international association which was or- 
ganized in 1892 for the benefit and betterment of employees engaged 
exclusively in street car and motor coach transportation. It is 
popularly known as the “Street Car Men’s Union.” Throughout the 
United States, Amalgamated has subordinate local branches, called 
“divisions,” having, for identification purposes, separate and distinct 
numbers, and all being subject to the control and supervision of the 
parent association. One of these divisions, established in Seattle 
in 1912, is the appellant designated Local Division No. 587. It 
is popularly referred to as the “Seattle Street Car Men’s Union,” 
and now has a membership of approximately fifteen hundred men. 

Sometime within, or about, the year 1919, certain of the mem- 
bers of Local Division No. 587; all being street railway employees, 
formed and became members of an unincorporated relief association 
which functioned under the name of “Seattle Street Railway Em- 
ployees’ Relief Association,’ sometimes referred to as “Seattle 
Street Car Men’s Relief Association.” On October 11, 1919, the 
unincorporated relief association was incorporated under the fra- 
ternal law of the State of Washington. The name theretofore used 
was retained and declared to be “Seattle Street Railway Employees’ 
Relief Association.’’ Its membership was by its articles limited to 
regular and active employees of the Seattle street car system. Its 
object was declared to be “to provide and afford relief to such ac- 
tive members as may be sick, injured, or disabled,” etc. It had a 


board of nine trustees, from whose number were elected its execu- 


tive officers. The unincorporated relief association was, thus, the 
origin and genesis of respondent herein, although it will be noted 
that it now bears a slightly different name. 

After its organization, and until December, 1929, the fraternal 


corporation, though maintaining its separate existence and function, 
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operated within the framework and under the control, of the local 
union. It had no separate office of its own, but conducted its affairs 
entirely from the office of the union, which paid all overhead expense. 
During practically that entire period, Mr. Walter White, who was 
then a member of Local Division No. 587, was the secretary of the 
corporation and the dominant personality in the conduct of its 
affairs. 

In September, 1929, Amalgamated, which was the international 
and parent association, at its biennial convention amended its laws 
to permit the local divisions themselves to adopt and regulate sick 
benefits. That was a power which the locals had not theretofore 
directly possessed. At the same time, also, the amendment provided 
that “no sick relief, or accident benefit association shall be recog- 
nized unless controlled by the [ parent union].”’ 

Upon the adoption of the amendment, the officers of Local Divi- 
sion No. 587 conferred with Mr. White and advised him that the 
new regulation would have to be obeyed strictly; that private ad- 
ministration of relief would no longer be permitted; and that the 
corporation, and all matters of relief, would have to be brought 
under the full control of the officers of the local union; or else, that 
the corporation would have to change its name and thereafter func- 
tion as an independent relief agency. Mr. White, however, was 
unwilling to place the corporation under the authority of the union. 
After a series of conferences between those concerned, Mr. White, 
representing the corporation, agreed that its name should be changed 
and that it would thereafter operate as an independent agency. Mr. 
White’s purpose, as then expressed by him, was to broaden the field 
of administering relief by accepting all city, county, and state em- 
ployees as eligible to membership in the corporation. 

Accordingly, on December 4, 1929, the corporation filed with the 
secretary of state supplemental articles of incorporation, changing 
its name from “Seattle Street Railway Employees’ Relief Associa- 
tion” to “The Associated Railways and Municipal Employees’ Relief 
Association,” and making eligible to membership any employee of 
the city of Seattle regularly and actively employed in any depart- 


ment except the police and fire departments, and also making 
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eligible such other persons of good health and habits as should be 
approved by the board of trustees. 

During the month of December, 1929, and after the conferences 
and agreement above mentioned, Local Division No. 587, through its 
duly elected officers, perfected a plan for the organization of a relief 
association within the framework and under the direct control of 
the local, in accordance with the 1929 constitutional amendment by 
the parent body. In January, 1930, the plan was put into effect by 
the local union through the adoption of by-laws and regulations 
establishing a relief agency under the name ‘“‘Street Car Men’s Sick 
and Relief Association of Division 587,” elsewhere referred to in 
the by-laws as “The Street Car Men’s Relief Association,” and limit 
ing its membership exclusively to such employees of the Seattle 
street car system as were members of the local division. This asso- 
ciation has since been known and referred to by some as the “Union 
Relief Association.” 

On April 25, 1930, which was within four months after Local 
Division No. 587 had launched its relief agency under the name of 
“Street Car Men’s Sick and Relief Association of Division 587,” 
respondent, through Mr. White, and under its then identity of Asso- 
ciated Railways and Municipal Employees’ Relief Association, pro- 
cured from the secretary of state a certificate of trade-mark of the 
name “Seattle Street Railway Employees’ Relief Association,’ to be 
used in connection with an emblem of a street car upon printed mat- 
ter. Application for the certificate was made without notice to any 
of the appellants. This trade-marked name, it will be observed, 
was the very name under which respondent had originally been in- 
corporated, but which it had agreed, in December, 1929, to discon- 
tinue. 


Again, on May 23, 1930, and likewise without notice to appel- 
lants, respondent, through Mr. White and under the corporate name 
of “The Associated Railways and Municipal Employees’ Relief As- 
sociation,” procured from the secretary of state a certificate of trade- 
mark of the name “Seattle Street Car Men’s Relief Association,” to 
be used in the same manner as in the preceding application. This 


latter name, it will be observed, closely approximates that which 
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the appellant local had adopted for its own relief agency in the pre- 
ceding January. 

About this time, there occurred an event which, taken in connec- 
tion with what subsequently transpired, brought this controversy to 
ahead. It appears that, from the time of its organization in 1919 to 
the year 1929, respondent, under its original name of ‘Seattle Street 
Railway Employees’ Relief Association,” had annually given a ball 
for the purpose of raising money for its hospitalization fund. On 
September 19, 1930, which was after the consummation of the 
severance agreement referred to above, respondent, whose name had 
then been changed to “Associated Railways and Municipal Em- 
ployees’ Relief Association,” held its twelfth annual ball. The 
tickets which were issued and sold bore respondent’s amended cor- 
porate name, Associated Railways and Municipal Employee’s Relief 
Association, in very small type, underneath which, in large red type, 
were the words “The Seattle Street Car Men’s Relief Ass’n,” fol- 
lowed by a large emblem picturing a street car with the words 
“Seattle Municipal Street Ry” printed thereon. 

The sale of these tickets provoked protests not only from Local 
Division No. 587, but also from the police and fire departments, 
which were in the habit of sponsoring similar events annually for 
hospitalization and relief purposes. These protests were based on 
complaints from local businessmen and merchants who had cus- 
tomarily bought tickets upon such occasions, but who felt that they 
were being called upon too frequently. 

With respect to the situation that obtained at that time, the 


trial court, in its memorandum decision, stated: 


Without citing details or instances, it is sufficient to say that the in- 
discriminate use by plaintiff [respondent] of these various names, terms, 
designs, facsimiles, etc., did result, before the end of 1930, in great con- 
fusion, and purchasers were deceived into patronizing plaintiff [respondent } 
when they thought they were patronizing defendant [appellant]. 

The situation thus obtaining produced its repercussions. In the 
latter part of 1930, charges were filed by Local Division No. 587 
against Mr. White, then still a member of the local, for actions and 


conduct detrimental to the organization. As a result of those 
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charges, Mr. White was expelled from the local division in Decem- 
ber, 1931. 

In the meantime, on January 16, 1931, and during the period of 
ill-feeling engendered by the existing conditions, respondent, with- 
out the knowledge of appellants, filed second amended articles of 
incorporation changing its name from “The Associated Railways and 
Municipal Employees’ Relief Association,” to ‘““The Seattle Street 
Railway and Municipal Employees’ Relief Association,” which is 
respondent’s present corporate name. 

Mr. White testified that the reason for the change was that the 
word “Associated” in the former amended corporate name had 
‘aused confusion. We pause in our narrative of the facts to observe 
that, if the word “‘Associated”’ caused confusion, the complete change 
of name, as provided for by the latter amendment, would tend to 
augment, rather than to obviate, that confusion. 

In 1931, after the second change of corporate name, respondent 
gave its thirteenth annual ball and issued tickets bearing the name 
“The Seattle Street Railway & Municipal Relief Association.” 

From 1932 to 1938, respondent has not attempted to give an 
annual ball. The reason advanced by Mr. White for the discon- 
tinuance was that a ball was unnecessary, inasmuch as all bills had 
been paid “without the aid of those donations.” Respondent has, 
however, continued to use the name “Seattle Street Railways and 
Municipal Relief Association” on its letterheads and other printed 
matter. 

During this same period from 1932 to 1938, Local Division No. 
587 has regularly held an annual ball, under the name “Street Car 
Men’s Relief Association of Division 587,” and has sold its tickets 
widely among businessmen, merchants, and the public generally. 
The event is recognized by the Seattle Chamber of Commerce, the 
Better Business Bureau, and similar institutions. 

So far as the record discloses, there does not seem to have been 
any particular friction between the contending parties during the 
period from 1932 to 1938. This may be accounted for by the fact 
that, during that period, respondent did not give an annual ball and, 


hence, had no occasion to sell tickets to the public. Reference might 
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be made, however, to the February 25, 1935, issue of respondent’s 
weekly paper, Seattle Journal, in which, under a large headline cap- 
tioned ““The Union’s Family Tree,” was set forth the history of the 
“Seattle Street Car Men’s Relief Association,” given “birthright by 
the Street Car Men’s Union, Local 587.” Its readers were exhorted, 
in the body of the article, to give “hearty applause” and undivided 
support to a “relief association that has no competition ;’’ intending, 
of course, to have reference to respondent. 

At this point, it is proper to mention that the relief association 
sponsored by appellant Local Division 587 has over fourteen hun- 
dred members, all of whom are employees of the Seattle street car 
lines. Respondent has four hundred forty-four members, not more 
than two hundred eighteen of whom are street railway employees. 

We now come to the focus of this controversy. On December 
30, 1938, Local Division 587 gave its annual ball. Tickets therefor 
were sold through a system of canvassing mercantile establish- 
ments and business offices. Thereafter, in January, 1939, certain 
solicitors began selling tickets to a “Seattle Street Car Men’s Relief 
Association” annual ball to be held in the following June. Coming 
so soon after the December ball, this sale of tickets resulted in in- 
quiries and protests being made to the local division and also to the 
city railway department. These inquiries and complaints came 
from individuals and from civic organizations. As a result of such 
inquiries, the financial secretary of local 587 mailed out the follow- 
ing letter for general circulation: 

It has come to the attention of the officers and members of the Street 
Car Men’s Relief Association that some person or organization, using the 
name of the Street Car Men’s Relief Association, are at this time calling on 
merchants and others in an attempt to sell tickets to a dance. 

We wish to notify the public that the Street Car Men’s Relief Associa- 
tion, which has offices at 317 Smith Tower, held their annual ball in the 
Eagles Auditorium December 30, 1938, and anyone attempting to collect 
funds for the organization at this time is doing so under false representation. 

About the same time, the following article appeared in one of 
the Seattle newspapers: 

DANCE TICKET SALE DECLARED FRAUD 


Seattle residents were warned yesterday by J. L. Elder, financial secre- 
tary of the Street Car Men’s Relief Association, that some person or 
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organization is attempting to sell tickets to a dance through false represen 
tation. 


The ticket sellers, he said, are pretending to represent the association, 
but the organization held its annual ball on December 30 and is not solicit- 
ing funds at this time. 

It appears that, in January, 1939, respondent had planned to 
give a ball in June, in order to raise funds for its activities. In pur- 
suance of its plan, it printed tickets bearing the name of ‘Seattle 
Street Railway Employees’ Relief Association,’ and began disposing 
of them in the manner above stated. Owing to the circularization 
of the letter written by Local Division 587 and the accompanying 
newspaper publicity, respondent’s solicitors were subjected to much 
criticism and were, they claimed, greatly humiliated. In any event, 
they refused to make further solicitations for the sale of respondent's 
tickets. 

Thereupon, in April, respondent instituted this action, seeking 
injunctive and compensatory relief against appellants, as indicated 
in the beginning of this opinion. Appellants countered with a de- 
mand for similar relief. 

This concludes our statement of the facts upon which decision is 
to be rendered. We turn now to the law governing the situation. 

The question involved in the case before us is that of unfair 
competition in the use of a trade-name. Upon that subject, we need 
go no further than to our own cases, as subsequently noted herein. 
From those cases the following rules may be deduced. 

(1) The right to use a particular name as a trade-name belongs 
to the one who first appropriates and uses it in connection with a 
particular business. This rule is basic and is supported by all the 
cases hereinafter cited. 

(2) A person, whether individual or corporate, may not use any 
name, not even his or its own, which is the distinctive feature of a 
trade-name already in use by another, if such use by the one person 
tends to confuse, in the public mind, the business of such person with 
that of the other. Martell v. St. Francis Hotel Co., 51 Wash. 375, 
98 Pac. 1116; Eastern Outfitting Co. v. Manheim, 59 Wash. 428, 
110 Pac. 23, 35 L. R. A. (N. S.) 251; Wright Restaurant Co. v. 
Seattle Restaurant Co., 67 Wash. 690, 122 Pac. 348; Groceteria 
Stores Co. v. Tibbett, 94 Wash. 99, 162 Pac. 54 L. R. A. 1917C, 955: 
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Vew York Life Ins. Co. v. Orpheum Theater & R. Co., 100 Wash. 
573. 171 Pac. 534; Diamond Drill C. Co. v. International D. D. C. 
Co., 106 Wash. 72, 179 Pac. 120; Electric Supply Co. v. Hess, 139 
Wash. 20, 245 Pac. 27; Queen Anne Candy Co. v. Woolworth Co., 
165 Wash. 143. 4 P. (2d) 844; Washington Barber & Beauty Sup- 
ply Co. v. Spokane Barber & Beauty Supply Co., 171 Wash. 428, 
18 P. (2d) 499. 

(3) The prior user may be entitled to relief regardless of actual 
fraud or intent to deceive on the part of a subsequent appropriator. 
Martell v. St. Francis Hotel Co., supra; Wright Restaurant Co. v. 
Seattle Restaurant Co., supra; San Francisco Oyster House v. 
Mihich, 75 Wash. 274, 134 Pac. 921; Electric Supply Co. v. Hess, 
supra; Queen Anne Candy Co. v. Woolworth Co., supra. 

(4) To acquire the right to use a particular name, it is not 
necessary that the name be used for any considerable length of time. 
It is enough to show that one was in actual use of it before it was 
begun to be used by another. Rosenberg v. Fremont Undertaking 
Co., 63 Wash. 52, 114 Pac. 886. But cf. San Francisco Oyster 
House v. Mihich, supra. 

(5) A trade-name may be abandoned or given up by the original 
appropriator, and, when it is so abandoned or given up, any other 
person has the right to seize upon it immediately, and make use of 
it, and thus acquire a right to its superior not only to the right of the 
original user, but to all the world. Rosenberg v. Fremont Under- 
taking Co., supra. 

(6) A trade-name, in order to be an infringement upon another, 
need not be exactly like it in form and sound. It is enough if the 
one so resembles another as to deceive or mislead persons of ordinary 
caution into the belief that they are dealing with the one concern 
when in fact they are dealing with the other. Rosenberg v. Fremont 
Undertaking Co., supra; San Francisco Oyster House v. Mihich, 
supra; Groceteria Stores Co. v. Tibbett, supra; Electric Supply Co. 
v. Hess, supra; Washington Barber & Beauty Supply Co. v. Spokane 
Barber & Beauty Supply Co., supra; Olympia Brewing Co. v. North- 
west Brewing Co., 178 Wash. 533, 35 P. (2d) 104. 

(7) The rule is no different when the name, or some part 


thereof, is a geographical name, or contains descriptive words which 
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have acquired a secondary meaning. Rosenberg v. Fremont Under 
taking Co., supra; Diamond Drill C. Co. v. International D. D. C. 
Co., supra; Electric Supply Co. v. Hess, supra; Washington Barber 
§& Beauty Supply Co. v. Spokane Barber §& Beauty Supply Co. 
supra; Olympia Brewing Co. v. Northwest Brewing Co., supra. 

(8) Prior right to the use of a name will be protected by injunc 
tion against others using it unfairly. Martell v. St. Francis Hotel 
Co., supra; Wright Restaurant Co. v. Seattle Restaurant Co., supra; 
San Francisco Oyster House v. Mihich, supra; Groceteria Stores Co. 
v. Tibbett, supra; New York Life Ins. Co. v. Orpheum Theater & 
Rk. Co., supra; Electric Supply Co. v. Hess, supra; Queen Ann 
Candy Co. v. Woolworth Co., supra; Washington Barber & Beauty 
Supply Co. v. Spokane Barber & Beauty Supply Co., supra; Olym 
pia Brewing Co. v. Northwest Brewing Co., supra. 

While the cases hereinabove cited dealt with commercial busi 
nesses and, for the most part, with tangible things sold by them, the 
principle involved is no less applicable to transactions such as are 
involved in this case. The underiying concept is that of unfair 
competition in matters in which the public generally may be de- 
ceived or misled. 

Applying these principles to the case at bar, we see no escape 
from the conclusion that, upon the facts as shown by the evidence, 
respondent’s use of the names “Seattle Street Car Men’s Relief As- 
sociation” and “Seattle Railway Employees’ Relief Association” 
constituted unfair competition and was wrongful. 

Although respondent, while operating under the framework of 
Local Division No. 587, had originally appropriated and used those 
names, it had, pursuant to agreement upon severance of its con- 
nection with the local division, discontinued that usage and taken a 
different name. Thereafter, the local division appropriated the sub- 
stance, and practically the identical form, of those names, and has 
ever since conducted its relief agency thereunder. Its right thereto 
thus became superior. There can be no doubt that confusion has 
resulted from respondent’s use of such names together with the 
facsimile of a street car upon its tickets. In fact, it is conceded that 


there is confusion. One can hardly read the statement of this case 
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without himself becoming confused by the various changes that have 
occurred in the use of names by the respective parties. That such 
confusion has worked, and will continue to work, injury upon ap- 
pellants in the conduct of its relief activities, is fully attested by the 
evidence. More than that, the confusion has operated and, unless 
prevented, will continue to operate to the detriment of the public. 
It seems to us that, upon a general sale of tickets to a ball, the pur- 
chasers should at least know which ball they are to attend, if they 
wish to go, and that, if they are generous enough to give financial 
support to a charitable cause, they ought at least to have the satisfac- 
tion of knowing in what direction their money has gone. 

We think that the court was entirely correct in enjoining respon- 
dent from the continued usage of the names “Seattle Street Car 
Men’s Relief Association” and “Seattle Railway Employees’ Relief 
Association.” 

However, the court also found that the latter and newspaper ar- 
ticle, above mentioned, which appellants had authorized, were, 
although not unprovoked, nevertheless unfair, unwarranted, and 
unjustified, because they failed to state that the ticket sales therein 
referred to were being made by members of respondent association 
and failed to distinguish that association from appellants’ associa- 
tion. The court further decreed that respondent had lawful right 
to use its corporate name ‘Seattle Street Railway and Municipal 
Employees’ Relief Association,’ and enjoined appellants from using 
such corporate name or any name deceptively similar thereto. It 
further enjoined appellants from making certain derogatory state- 
ments concerning respondent’s organization (the details of which 
are too long to set forth specifically), and from using any name or 
making any representation designed to convey the impression to the 
public that respondent was not a relief agency having in its mem- 
bership individuals employed in the street railway system. The 
decree concluded by stating that its intent and purpose was to hold 
that both agencies concerned in this litigation were legitimate relief 
agencies, and that each was entitled to live, function, and develop 
on its own merits without unfair or unjust hinderance at the hands 


of the other, and that each was enjoined to be fair and to refrain 
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from the use of words, practices, or other means which would in 
any way hinder, injure, or otherwise harm the other in the lawful, 
uninterrupted pursuit of its functions. Each was required to execute 
a bond in the sum of one thousand dollars conditioned to pay all 
damages and costs that might accrue by reason of the issuance of the 
respective restraining orders. 

While we realize that the trial court was earnestly and conscien- 
tiously endeavoring fairly to adjust a difficult and complicated situa- 
tion, and while we have no criticism of the general spirit of the 
decree, we do not agree with some of the conclusions drawn by the 
court from the evidence. 

We do not believe that the letter or newspaper article above 
referred to was unfair, unwarranted, or unjustified. On the con- 
trary, we believe that, under the circumstances, the appellants did 
no more than what they had the legal and moral right to do, and, 
further, that the public was entitled to some such information. 

For the reasons already stated herein, we do not believe that 
respondent has, or at the times with which we are now concerned 
had, the right to use that portion of its present name as is included 
in the words “Seattle Street Railway.” 

We do not believe that the evidence supports a finding that ap- 
pellants have made, or intend to make, derogatory statements con- 
cerning respondent’s organization or that a restraining order should 
have been issued against them in that respect. Further, we do not 
believe that the evidence warrants a finding that appellants have 
made, or intend to make, any representation to the public conveying 
the impression that respondent was not a relief agency or that it did 
not have street car employees in its membership; hence, no order 


should have been made restraining appellants on those grounds. 


The decree granting a temporary injunction against appellants, 


in the respects noted, is reversed, and the cause will be remanded 


with direction to the trial court to enter, in its place, a decree in con- 
formity with the views herein expressed. 


Brake, C. J., Beats, GERAGHTY, and JEFFERS, JJ., concur. 
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